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For: TORQUE SIGNAL TRANSMISSION ) 

FOURTH RENEWED PETITION UNDER 37 C.F.R. 8 1.47fb> 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Madam: 

The owner of the above-cited patent application. Abas, Inc., a wholly-owned 
subsidiary of Methode Electronics, Inc., (hereinafter "Rule 1 .47(b) applicant") respectfully 
requests reconsideration of the dismissal of its previously submitted original Petition Under 
37 C.F.R. § 1.47(b) (which requested that the above-captioned patent application be accepted 
without the signature of the inventor, Lutz Axel May), and the dismissal of its previously 
submitted renewed Petitions Under 37 C.F.R. § 1 .47(b). The Rule 1 .47(b) applicant requests 
reconsideration on the merits based on the following: 

• This Fourth Renewed Petition, including the Exhibit submitted herewith; 

• The Rule 1 .47(b) applicant's original and renewed Petitions and referenced 
enclosures, exhibits, and other papers submitted therewith. 

This Fourth Renewed Petition contains additional information not contained in the 
previously-submitted Petitions. 
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Seria! No.: 10/529,326 

Any. Docket No.! 119508-00282 

A. Background 

The Decision on Petition dated July 9, 2008, states that six items must be satisfied 
before a Petition Under 37 C.F.R. §1, 47(b) may be granted. With regard to the original and 
renewed Petitions, the Patent Office has or had found that Items (1 ) through (6) have been 
satisfied. However, in reconsidering the evidence submitted to date, the Patent Office has 
now found that Item (5) (i.e., "Proof of Proprietary Interest in The Application") has not been 
satisfied. 

C. Item (5): Proof Of Proprietary Interest In The Application 

The Rule 1 .47(b) applicant hereby requests reconsideration of the July 9, 2008, 
Decision on Petition as to Item (5). In support of this request, the Rule 1 .47(b) applicant is 
submitting herewith as Exhibit 1 a Declaration of Klaus Gennen, who is Abas' attorney in 
Germany handling the German litigation Abas, Inc. v. May. The purpose of this Declaration 
is to further establish that the Rule 1.47(b) applicant "otherwise has sufficient proprietary 
interest in the subject matter to justify the filing of the application." MPEP 409.03(f). The 
Rule 1.47(b) applicant wishes to point out that the attached Declaration was viewed as 
persuasive evidence in connection with a different patent application involving the same 
inventor and Rule 1.47(a) Applicant (see Exhibit 2: Decision on Petition). 

Also, the Rule 1.47(b) applicant is submitting herewith as Exhibit 3 an English 
translation of the German court decision as referenced in the Declaration of Klaus Getmen. A 
copy of the German-Language decision is provided in Exhibit 4. 

D. Conclusion 

In the event there are any questions relating to this Fourth Renewed Petition or the 
other papers submitted concurrently herewith, it would be appreciated if the Patent Office 
would telephone the undersigned attorney concerning such questions so that the prosecution 
of this application may be expedited. 
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Any fee due is authorized above. Please charge any shortage or credit any 
overpayment of fees to BLANK ROME LLP, Deposit Account No. 23-2 1 85 (1 1 9508-00282). 



Respectfully submitted, 



/Brian Wm. Higgins/^ ^^^ 
Brian Wm. Higgins 
Registration No. 48,443 



BLANK ROME LLP 
600 New Hampshire Ave., N.W. 
Washington, D.C. 20037 
Telephone: (202) 772-5800 
Customer No. 27557 

Date: February 5, 2009 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re U , S . National Stage Appln. of ) 
) 

Lutz Axel MAY ) 



DECLARATION OF KLAUS GENNEN 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

1 . I, Klaus Gennen, a dtizen of Germany^ am a Partner in the German law firm 
of Legerlotz Laschet RechtsanwOlte (LLR), which is a firm established according to the Ger- 
man Civil Code. As a Gennan Rechtsanwalt (legal attorney), I am licensed to practice law in 
Germany. 

2. I am providing this Declaration in support of one or more Petitions under Title 
37, Code of Federal Regulations (C.F.R.), § 1.47(b) ("Rule 1.47(b) Petition"), wliich are be- 
ing or have been submitted to the U.S. Patent & Trademark Office (PTO) in connection with 
one or more patent applications. I have been informed that a Rule 1.47(b) Petition is a sub- 
mission to the PTO to request that the PTO accept a patent application without the inventor's 
(in this case Lutz May's) signature on a Declaration for Patent Application. 

3 . I had previously prepared a memorandum of law (dated April 26, 2006) to ad- 
dress the question of whether Magna-Lastic Devices, Inc., or its sister company. Abas, Inc., 
both of which are wholly-owned subsidiaries of Methode Electronics, Inc., has a proprietary 
interest in the patent properties identified in my memorandum dated April 26, 2006. I under- 
stand that the memorandum was submitted to the PTO m connection with one or more U.S. 
patent applications. In the memorandum dated April 26, 2006, 1 concluded that to my mind 
the Munich Regional Court would likely award title in the pending patent properties to 
Magna-Lastic Devices, Inc., or Abas, Inc. 



DECLARATION OF KLAUS GENNEN 



4. Abas, Inc., and Lutz May are opposing parties in a litigation matter in Ger- 
many concerning ownership of the inventions disclosed in the patent properties identified in 
my previous memorandum. The case was filed by Abas, Inc., as plaintiff on January 17, 

2005, in the Landgericht MUchen / Court (i.e., Munich Regional Court 1). After oral hearing 
on February, 16, 2006, the Munich Regional Court I court issued a decision on August 3, 

2006, granting Lutz May's relief in that litigation. The Munich Regional Court I based its de- 
cision on a decision of the Federal Court of Justice (BGH) that had been issued on April 4, 
2006 ("Haftetikett") and published in June 2006 (both after the oral hearing). Abas, Inc., 
timely appealed the decision of the Munich Regional Court I to a German appeals court. The 
parties have fiilly briefed the issues to the appeals court and are awaiting their opportunity for 
oral argument, y*ich is scheduled for October 2008. 

5. I understand that the PTO has indicated that the Regional Court decision 
brings into question the conclusions in the memorandum of law about ownership of the 
aforementioned patent properties. Because the Appeals Court could reverse the Regional 
Court decision, it is my opinion that the conclusions drawn in my memorandum of law dated 
April 26, 2006 about the ownership of the patent properties are not inoperative, even though 
some legal circumstances changed by the BGH-dedsion "Haftetikett ". I base that opinion on 
my review of the Regional Court's opinion and the BGH-decision "Hqftetii^tt". In my opin- 
ion the Munich Regional Court did not justly apply the decision "Haftetikett" to the case 
ABAS vs. May. To my mind some aspects of the case ABAS vs. May materially differ ftom 
the case "Haftetikett' and should therefore lead to a result according to which ABAS and not 
May is entitled to the patent properties. 

6. I have more than 1 5 years of experience in the field of German Industrial 
Property Law, including experience with employee invention law and, in particular, the July 
25, 1957, German Act on Employees' Inventions (Arbeitnehmererftndungsgesetz, or "At- 
bEG"), as amended, which was central to the Regional Court's decision. I was lead attorney 
of record for Abas, Inc., before the Regional Court, a laam participating in the mesent ap- 
peal. ' 

^ Respe :t iBy submitted. 



Klaus Wains 

LLi 

Ugerlotz Laschet 

RECHTSANWALTE 
M«vissenstraf5e 15 

D-50668 K5ln 
Tel J 02 21/5S40G* 
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UNITED States Patent and Trademark Office 



Commhsiooe! lor Patents 
UiiU Sbtes Patent and Tradeitiajt Ofto 




Blank Rome 

The Watergate Building 

600 New Hampshire Avenue, N.W. 

Washington. D.C. 20037 

In re Application of 

MAY DECISION ON 

Application No.: 10/480,597 ; 

PCT No.: PCT/EP02/O63O0 RENEWED PETITION 

Int. Filing Date: 07 June 2002 

Priority Date: 12 June 2001 : UNDER 37 CFR 1 ,47(b) 

Atty Docket No.: 119508-00104 : 
For: (DISC) MAGNETIC TORQUE SENSING 

WITH SEGMENTS : 

This decision is in response to the "Second Renewed Petition Under 37 C.F.R. § 1 .47(b)" 
filed 06 June 2008 in the United States Patent and Trademark Office (USPTO). 



On 06 December 2007, applicant was mailed a decision dismissing applicant's petition 
under 37 CFR 1 .47(b). Applicant was afforded two months to file any request for 
reconsideration and advised that this period could be extended pursuant to 37 CFR 1 .1 36(a). 

On 06 June 2008, applicant filed the present renewed petition accompanied by a petition 
for a four-month extension of time. . With payment of the appropriate extension of time fee, the 
present response is considered timely filed. 



As detailed in the decision mailed 06 December 2007, a petition under 37 CFR 1 .47(b) 
must be accompanied by: (1) the requisite petition fee under 37 CFR lJ7(g); (2) factual proof 
that the inventor refuses to execute the application or cannot be reached after diligent eflbrt; (3) a 
statement of the last knowrn address of the non-signing inventor; (4) an oath or declaration 
executed by the 37 CFR 1 .47(b) applicant on behalf of and as an agent for the non-signing 
inventor; (5) proof of proprietary interest in the application; and, (6) a showing that such action is 
necessary to preserve the rights of the parties or to prevent irreparable damages. Applicant 
previously satisfied items (l)-(4) and (6). 

As to item (5), applicant previously filed a legal memorandum from Klaus Gennen 
indicating his belief based on knowledge of the relevant law that Abas, Inc., had a proprietary 
interest in the present patent application. As discussed in the decision mailed 29 May 2007, the 
conclusion called into question, based on the court decision referenced in applicant's petition. 



BACKGROUND 



DISCUSSION 



Application No.: 10/480,597 2 

whether Mr. May had at least some ownership rights in the subject inventions. Applicant has 
presently filed a declaration from Mr. Gennen discussing the decision in question and re-iterating 
his understanding of German law and belief that Abas, Inc. would ultimately be awarded 
proprietary interest in the invention. As such, it is proper to grant applicant's renewed petition at 
this time. 



For the reasons stated above, applicant's renewed petition under 37 CFR 1 .47(b) is 
GRANTED . 

The application has an international filing date of 07 June 2002 under 35 U.S.C. 363, and 
will be given a date of 18 January 2007 under 35 U.S.C. 371(c)(1), (c)(2) and (c)(4). 

As provided in 37 CFR 1 .47(c), a notice of the filing of this application will be forwarded 
to (he non-signing inventors at their last known addresses of record. A notice of the filing of the 
application under 37 CFR 1 .47(a) vnW be published in the Official Gazette. 

This application is being returned to the DO/EO/US for processing in accordance with 
this decision. 



Derek A. Putonen 
Attorney Advisor 

Office of PCT Legal Administration 
Tel: (571) 272-3294 
Fax:(571)273-0459 
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COPY 

Munich District Court 
Lenbachplatz 7, 80316 Munich 

File no. : 7 O 929/05 Announced on 8/3/06 

Clerk of Court 

IN THE NAME OF THE PEOPLE 
JUDGEMENT 

In the case 

ABAS Inc. represented by Stephen U, Haiders, 7401 West Wilson Avenue, Chicago, Illinois 60706 
USA 

- plaintiff and counterplaintiff - 

Counsel: 

Attomeys-at- Law Legerlotz Laschet, Mevissenstr. 15, 50668, Cologne 
Gz: 05/3501 3K 

Hans von Gleichenstein as insolvency administrator for the property of FAST Technology AG, 
Rottmannstr. 1 la, 80333 Munich 

- Third party - 

Counsel: 

Attomeys-at-Law Hans von Gleichenstein and Maximilian Breitling, Rottmannstr. 1 la, 80333 
Munich 
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Gz.; 00/000149 

versus 

Lutz Axel May, Wolfratshauser Str. 23a, 82538 Geretsried 

- Defendant and counterdefendant - 

Counsel: 

Attomeys-at-Law Peters, Schoenberger & Partner Gbr, 
Schackstr. 2, 80539 Munich 

for rendering of signatures and others (Employee Invention Law), 
the Munich District Court 1, 7th Division for Civil Matters, renders the following 
FINAL JUDGEMENT 

by presiding District Court Judge Retzer, District Court Judge Dr. Brodherr and District Court 
Judge Zigann based on the hearing dated 2/16/06 

I. The claim is rejected 

II. Regarding the counterclaim, it is established that the inventions in which the defendant is sole 
inventor or co-inventor and which underlie patent applications US 10/485,960, US 10/480,597, US 
10/482,002, US 09/673/930, US 10/498/058, US 10/373,636. US 6,360,841, US 10/738,883, US 
10/257,337, US 10/477,180, PCT/EP 01/13698, PCT/EP 02/01704, PCT/EP 02/01225, PCT/EP 
02/00784, PCT/EP 02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 
03/10634, PCT/EP 02/01230, GB 012905, GB 0115494, GB 0127448, CA 2,450,137 and CA 
2,476,543, have been assigned neither in the course of use according to the Employee Invention 
Law by FAST Technology GmbH or its legal predecessor, FAST Technology GmbH, to it, nor by 
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legal or other assignment to it. 

in. Otherwise the counterclaim is rejected. 

rV. The plaintiff will bear the cost of the proceedings, but the Third Party will bear his costs 
himself. 

V. The judgement is tentatively executable in number IV against bond in the amoxmt of 1 10% of 

the costs to be defrayed, 
and the following 

DECISION 

The amount in dispute for the period through 9/19/05 is fixed at 20,000 euros and for the 
period afterwards at 700,000 euros. 

STATEMENT OF FACTS 

The parties are in dispute regarding which of them is the materially entitled party to a host 
of PCT/EP, US, British and Canadian patents and patent applications (hereinafter: patents in 
dispute; compare Appendix CHB 40). 

The defendant is the inventor and co-inventor of the patents in dispute. From 4/26/99 to 
3/30/00 he was the managing director and from 3/31/00 to 1 1/5/01 the proxy of FAST Technology 
GmbH. After a change of legal form beginning 1 1/6/01 until the insolvency proceedings began on 
8/1/03 he was a member of the board of directors of FAST Technology AG. In the employment 
contract of the board of directors in Section 7, paragraph 2 (compare Appendix B 4) the 
corresponding application of the Employee Invention Law and the opportunity of employers to 
claim inventions relating to the activity of the board of directors, without compensation were 
established. 
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The plaintiff, a US company, claims, based on various acquisition processes which begin 
with the insolvency administrator of FAST Technology AG, the third party, to be materially entitled 
to the patents in dispute. He submits that he requires the signature of the defendant under the 
assignments and declarations reproduced in the petition and subsidiary petition for assignment of 
the patents in dispute to himself. The defendant based on his position as a former employee or 
element of the Fast companies is obligated to him to render the signatures. Alternatively, based on 
the empowerment of the third party he is bringing suit for this to be done. 

All patents in dispute were filed on the initiative of the defendant via a British patent 
attorney office for the FAST companies which also bore the application and maintenance costs. 
There are no formal invention reports or formal declarations of use. 

The plaintiff submits that the defendant devised the inventions with reference to the patents 
in dispute a, c, d, g, n, and t during his time as employee and with reference to patents in disputes e, 
f, i, j, k, 1, m, o, p, r and s during his tenure as director. 

They are exclusively service inventions in the sense of Section 4, paragraph 2 Employee 
hivention Law. Devising new technical solutions was the job of the defendant at the FAST 
companies imtil the end. In any case however they are experience inventions. This is because the 
FAST companies had developed solely sensors for measurement of pressure, torques and positions 
on motor vehicles and their drives and on other drives. These sensors were used in machinery in 
order to monitor the operating state of drives or drive trains and to report this state to a computer 
which depending on the state of the monitored device or part made decisions. The patents in dispute 
related without exception to the sensors or parts thereof All these sensor-related inventions were 
based on the principle that a magnetic field sensor interacts with a magnetic field, either by the 
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absolute intensity of the magnetic field or by the positioning of the sensor relative to the magnetic 
field. Accordingly both the inventions in dispute which the defendant devised within the framework 
of his employment at the FAST companies related either to the element which produces the 
magnetic field, or the element which perceives the magnetic field. In the mterval from 2000 to 
August 2003 the defendant assigned all rights to many of the sensor-related inventions, thus for 
example US 6,910,391 relating to a magnetized torque measured value converter element, and US 
6,904,814 relating to a magnetic torque sensor system (compare document dated 12/6/205, p. 25 = 
page 253) to the FAST companies without reservation; this on the one hand demonstrates that these 
inventions belonged to his job and not to free-time employment and on the other show the technical 
level of knowledge and background of experience of the FAST companies in this period. All 
observations which have been made on the individual steps of developing the technical solution led 
to new or improved methods for producing or measuring magnetic fields. The improvements 
achieved in this way then became the subject matter of later patent applications. Therefore all the 
patent applications of the FAST companies formed an intellectual continuum which is based on the 
same fundamental scientific assumptions. 

With regard to the description of the technical relationships between the inventions in 
dispute and those inventions assigned by the defendant to the FAST companies without reservation, 
reference is made to the statements of the plaintiff in the document dated 12/6/05 pp. 26-30 = pp, 
254-258. 

In both positions, both as proxy and also as managing director, the defendant was solely 
responsible for patents. By virtue of the applications in favor of the respective employer, in his role 
as representative of the employer, each time implied and within the framework of acting as 
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principal and agent which was subsequently approved by the third party, he claimed the inventions 
devised by him and reported with the applications at the proper time for the FAST companies. If the 
invention were not to have been claimed they were in any case subsequently assigned to the FAST 
companies by implication. In this respect within the FAST companies the general consensus was 
that the inventions devised by the defendant should pass to the FAST companies and in doing so no 
formalities needed to be observed. This is because between the members of the board of directors of 
FAST Technology AG and the defendant there were repeated discussions regarding the enormous 
costs incurred by the applications pursued by the defendant with respect to his inventions with sole 
responsibility, but in the name of the FAST companies. The defendant more and more pushed the 
patent applications to enhance his own reputation and to improve the patent portfolio of the FAST 
companies and in discussions with the members of the board of directors pressed for the filing of 
his and also other inventions. In these discussions the defendant and the affected members of the 
board of directors assumed unanimously that the inventions, for whose application FAST 
Technology AG should assume costs, should of course be due solely to FAST Technology AG. 
Otherwise the members of the board of directors would not have allowed themselves to be 
convinced of these extremely high costs. This was also completely clear to the defendant. 

With the document dated 8/2/05 (page 213/215) the plaintiff and with the document dated 
7/6/05 (page 176/210) the defendant aimounced the dispute to the insolvency administrator of 
FAST Technology AG. The latter has entered the dispute on the side of the plaintiff with the 
document dated 2/15/06 (page 328/329). 

According to the partial abandoimient of the action dated 12/6/05 (pp. 229/280) with respect 
to the patents in dispute d, f, g, h, i, u, v, w, y and z (for z only with respect to PCT/EP 01 04077) 
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and dated 7/6/06 (p. 352) with respect to the patents in dispute a, r and t, and the extension of the 
suit by a declaration petition dated 12/6/05 (p. 231) the plaintiff still requests, the third party joining 
the petition: 

l.The defendant is ordered, 

a. (withdrawal) 

b. For patent application US 10/480,597 to sign an "Assignment" as reproduced below: 
[see English text on pages 6-8] 

c. For patent application US 10/482,002 to sign an "assignment" as reproduced below: 
(pages 8-10) 

d. (withdrawal) 

e. For patent application US 10/490,058 to sign an "assignment" as reproduced below: 
(pages 14-16) 

f. (withdrawal) 

g. (withdrawal) 

h. (withdrawal) 

i. (withdrawal) 

j. For patent application US 10/477,180 to sign an "assignment" as reproduced below; 
(pages 29-31) 

k. For patent application PCT/EP 01/13698 to sign an "assignment" as reproduced below: 
(pages 32-34) 

1. For patent application PCT/EP 02/01704 to sign an "assignment" as reproduced below: 
(pages 35 - 37) 
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m. For patent application PCT/EP 02/01225 to sign an "assignment" as reproduced below: 

(pages 38 - 40) 

n. For patent application PCT/EP 02/00784 to sign an "assignment" as reproduced below: 
(pages 41-43) 

o. For patent application PCT/EP 02/00786 to sign an "assignment" as reproduced below: 

(pages 44 - 46) 

p. For patent application PCT/EP 2004/00044 to sign an "assignment" as reproduced below: 
(pages 47 - 49) 

q. For patent application PCT/EP 03/09349 to sign an "assignment" as reproduced below: 
(pages 50 - 52) 
r. (withdrawal) 

s. For patent application PCT/EP 03/10634 to sign an "assignment" as reproduced below: 

(pages 56 - 58) 

t. (withdrawal) 

u. (withdrawal) 

V. (withdrawal) 

w. (withdrawal) 

X. For patent application CA 2,450,137 to sign an "assignment" as reproduced below: 

[see English text on page 10] 

y. (withdrawal) 

z. For patent applications 

US 10/485,960 



us 10/480,597 
US 10/482,002 
US 10/498,058 
US 10/257,337 
US 10/477,180 

to sign a "Declaration for Patent Application and Power of Attorney", as reproduced below: 
[see English text on pp. 12 - 15] 



alternatively: 

a. (withdrawal) 

b. For patent application US 10/480,597 to sign an "Assignment" as reproduced below: 
[see English text on pp. 16 - 17] 

c: For patent application US 10/482,002 to sign an "Assignment" as reproduced below: 

(pp. 233-234) 

e: For patent application US 10/498,058 to sign an "Assignment" as reproduced below: 
(pp. 235-236) 

j: For patent application US 10/477,180 to sign an "Assignment" as reproduced below: 

(pp. 236-237) 

k. For patent application PCT/EP 01/13698 to sign an "Assignment" as reproduced below: 
(pp. 237-238) 

1. For patent application PCT/EP 02/01704 to sign an "Assignment" as reproduced below: 
(pp. 238-239) 

m. For patent application PCT/EP 02/01225 to sign an "Assignment" as reproduced below: 
(pp. 239-240) 

n. For patent application PCT/EP 02/00784 to sign an "Assignment" as reproduced below: 
(pp. 240-241) 

o. For patent application PCT/EP 02/00786 to sign an "Assignment" as reproduced below: 
(pp. 241-242) 

p. For patent application PCT/EP 2004/00044 to sign an "Assignment" as reproduced below: 
(pp. 242-243) 



q. For patent application PCT/EP 03/09349 to sign an "Assignment" as reproduced below: 

(pp. 244-245) 
r. (withdrawal) 

s. For patent application PCT/EP 03/10634 to sign an "Assignment" as reproduced below: 
(pp. 246-247) 
t. (withdrawal) 
further alternatively: 

The defendant is ordered to deliver the declarations and assignments above. 
further alternatively: 

The defendant is ordered to render the above signatures to the third party. 
2. It is established that all rights, claims and participation in or from the patent applications PCT/EP 
02/08820 (US 10/485,960), PCT-EP 02/06300 (US 10/480,597), PCT/EP 02/02960 (US 
10/482,002), PCT/EP 02/13952 (US 10/498/058), PCT/EP 02/04871 (US 10/477,180), PCT/EP 
01/13698, PCT/EP 02/01704, PCT/EP 02/01225, PCT/EP 02/00784, PCT/EP 02/00786, PCT/EP 
2004/000044, PCT/EP 2003/009349, PCT/EP 02/14520, PCT/EP 2003/010634 and PCT/EP 
02/01230 and in or from the inventions underlying these applications, which relate to the defendant, 
at the time of their assignment to Magna-Lastic Devices Inc., in August 2003 were owned by FAST 
Technology AG, Otto-Hahn-Strasse 24, Gewerbegebiet Riemerling, 85521 Ottobrun, Germany or 
were a component of the insolvency property of FAST Technology AG. 

The defendant requests 

the suit be dismissed. 

The defendant submits that he devised most inventions in the interval from late March 2000 
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to late August 2002 and thus in his time as proxy. Only the inventions according to the patents f, y, 
p and s in dispute were devised by him as director. Since the plaintiff upon whom the burden of 
proof lies for this has not cited any information on the times of origination of inventions b, z, h, q, 
u, V and w, the suit is in this respect ready to be dismissed. Even he can only remember the 
following dates: he invented b and z in June 2001, i and z in April 2000, s in August 2002 and d 
prior to April, i.e. prior to the existence of FAST GmbH. G was already assigned to TRW Inc. and 
FAST Technology AG according to appendix B 24; the claim to signature of these declarations and 
assigrmients is therefore already satisfied. 

They are primarily free inventions in the sense of Section 4 paragraph 3 of the Employee 
hivention Law. This is because the inventions always originated outside of his direct activity for the 
FAST companies and outside of and independently of their business premises and business 
equipment. Even before his activity as director of FAST Technology AG the defendant devised the 
invention according to Appendix B 2 and assigned it to the GmbH. Furthermore the defendant 
devised other inventions in this field before and during his activity for NCTE. 

Expressed declarations with respect to the use or assignment of the patents in dispute have 
not been delivered either in writing or orally, without dispute. Effective implied declarations have 
not been delivered for this reason since the participants have been unaware of the declarations. 
Neither the defendant nor other elements of the FAST companies at the time had any ideas about 
the ownership of the patents in dispute, nor were the form prescriptions of the Employee Invention 
Law known to him or the other members of the element. Nor has he abandoned any adherence to 
the written form of any declaration of use. There has been no formal inventor report within the 
FAST companies. In addition to him, other colleagues were also active in the inventions. 



12 



Any actions as principal and agent by the defendant - regardless of the fact that they have 
not be recognizable to the outside - are invalid since he has not been relieved of the limitation of 
Section 181 BGB and also the insolvency administrator has not approved by implication any 
provisionally invalid transactions for lack of knowledge of the possible invalidity. 

Formal inventor reporting for its part has not been necessary since the FAST companies had 
indisputably filed all inventions for a patent v/ith naming of its person as inventor. The inventions 
therefore became free after the period of use expired. Therefore the assignment by the insolvency 
administrator of FAST Technology AG was for nought. 

Regardless, the plaintiffhas no claim to signature of the declarations and assignments 
reproduced in the petition, since they contain among others incorrect affidavits and assignment 
declarations with incomplete contents, which are subject to penalty in the USA and which have not 
been prescribed in this form by the US Patent Office. The requested declarations and assigimients 
ultimately constituted a US sales contract with respect to the patents in dispute without payment of 
the sales price although the plaintiff claims to already be the holder of the patents in dispute. 

The claim of the employer according to Section 15 of the Employee Invention Law caimot 
be transferred either. Any claims are otherwise also statute-barred. They were also opposed by the 
fact that claims against the insolvency administrator for employee inventor compensation or 
damages for failure to observe his right of pre-emption pursuant to Section 27 No. 2 Employee 
Invention Law were due the defendant. He can also oppose these claims to the plaintiff in the form 
of a right of retention. 

In any case protection from execution should be granted him since otherwise in the case of 
establishment of tentative enforceability facts accomplished with the signature would be formed. 
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Within the framework of a negative counteraction for an interim declaratory judgement the 
defendant requests. 

It is estabUshed 

(1) that the inventions underlying the applications US 10/485,960, US 10/480,597, US 10/482,002, 
US 09/673/930, US 10/498/058, US 10/373,636, US 6,360,841, US 10/738,883, US 10/257,337, 
US 10/477,180, PCT/EP 01/13698, PCT/EP 02/01704, PCT/EP 02/01225, PCT/EP 02/00784, 
PCT/EP 02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 03/10634, 
PCT/EP 02/01230, GB 012905, GB 01 15494, GB 0127448, CA 2,450,137 and CA 2,476,543 in 
which the defendant is sole inventor or co-inventor are not service inventions in the sense of 
Section 4 Employee Invention Law and the rights to them have not been assigned by the defendant 
to FAST Technology AG or is legal predecessor, FAST Technology GmbH; 

(2) alternatively (for the case in which there are service inventions), 

that the inventions underlying applications US 10/485,960, US 10/480,597, US 10/482,002, US 
09/673/930, US 10/498/058, US 10/373,636, US 6,360,841, US 10/738,883, US 10/257,337, US 
10/477,180, PCT/EP 01/13698, PCT/EP 02/01704, PCT/EP 02/01225, PCT/EP 02/00784, PCT/EP 
02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 03/10634, PCT/EP 
02/01230, GB 012905, GB 01 15494, CB 0127448, CA 2,450,137 and CA 2,476,543 in which the 
defendant is sole inventor or co-inventor neither in the course of use according to the Employee 
Invention Law by FAST Technology AG or its legal predecessor, FAST Technology GmbH, nor by 
legal or other assignment to the latter have been assigned to it; 

(3) alternatively (for the case in which assignment has taken place) 

a) that for the rights which have not been completely assigned to FAST Technology AG or its legal 
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predecessor, FAST Technology GmbH, to the inventions underlying the applications US 
10/485,960, US 10/480,597, US 10/482,002, US 09/673/930, US 10/498/058, US 10/373,636, US 
10/738,883, US 10/257,337, US 10/477,180, PCT/EP 01/13698, PCT/EP 02/01704, PCT/EP 
02/01225, PCT/EP 02/00784, PCT/EP 02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 
02/14520, PCT/EP 03/10634, PCT/EP 02/01230, GB 012905, GB 01 15494, GB 0127448, CA 
2,450,137 and CA 2,476,543 no compensation has been paid so far by FAST Technology GmbH or 
its legal successor and for this reason the defendant is due no right of retention against the plaintiff, 
b) that the claims of FAST Technology AG or its legal predecessor, FAST Technology GmbH, 
against the defendant for assignment of assigned rights to inventions imderiying the applications US 
10/485,960, US 10/480,597, US 10/482,002, US 09/673/930, US 10/498/058, US 10/373,636, US 
10/738,883, US 10/257,337, US 10/477,180, PCT/EP 01/13698, PCT/EP 02/01704, PCT/EP 
02/01225, PCT/EP 02/00784, PCT/EP 02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 
02/14520, PCT/EP 03/10634, PCT/EP 02/01230, GB 012905, GB 01 15494, GB 0127448, CA 
2,450,137 and CA 2,476,543 are statute-barred; 
(4) alteratively (for the case in which use has taken place). 

a) that for the inventions underlying the applications US 10/485,960, US 10/480,597, US 
10/482,002, US 09/673/930, US 10/498/058, US 10/373,636, US 10/738,883, US 10/257,337, US 
10/477,180, PCT/EP 01/13698, PCT/EP 02/01704, PCT/EP 02/01225, PCT/EP 02/00784, PCT/EP 
02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 03/10634, PCT/EP 
02/01230, GB 012905, GB 01 15494, GB 0127448, CA 2,450,137 and CA 2,476,543 which have 
been claimed according to the Employee Invention Law by FAST Technology AG or its legal 
predecessor, FAST Technology GmbH 
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- no right of pre-emption pursuant to Section 27 No. 2 p. 1 Employee Invention Law has been 
granted and thus claims for damages against the insolvency administrator and 

- claims for appropriate compensation pursuant to Section 27 No. 2 p.4 Employee Invention Law 
have arisen which have not been satisfied so far, and for this reason a right of retention is also due 
the defendant against the plaintiff; 

b) that claims of FAST Technology AG or its legal predecessor, FAST Technology GmbH, against 
the defendant for cooperation in the sense of Section 15 paragraph 2 Employee Invention Law with 
reference to the claimed inventions underiying the applications US 10/485,960, US 10/480,597, US 
10/482,002, US 09/673/930, US 10/498/058, US 10/373,636, US 10/738,883, US 10/257,337, US 
10/477,180, PCT/EP 01/13698, PCT/EP 02/01704, PCT/EP 02/01225, PCT/EP 02/00784, PCT/EP 
02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 03/10634, PCT/EP 
02/01230, GB 012905, GB 01 15494. GB 0127448, CA 2,450,137 and CA 2,476,543 are statute- 
barred. 

The plaintiff requests 

rejection of the counteraction for an interim declaratory judgement. 
The third party joins the petition of the plaintiff. 

The plaintiff responds that the text of the assignments and declarations are generally 
conventional and thus necessarily prescribed. The defendant previously signed these assignments 
and declarations after insolvency was initiated, without dispute. Therefore he can no longer cite the 
text's not appealing to him. 

The defendant alone can allege claims to employee inventor compensation or damages for 
right of pre-emption relative to the insolvency administrator. In any case he must render the 
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requested signatures to him. The obligation is not statute-barred either since the demand for these 
signatures was only recently disclosed. 

Otherwise the defendant has contractually promised by signing the investment contract 
dated 7/5/05 (Appendix LLR 2) that FAST Technology AG is the holder of the patents o, n, k, m, 1, 
t,j and z in dispute. 

The defendant opposes to this that the guarantee which has not been delivered to the 
plaintiff, but to new investors of FAST Technology AG, relates to specific, individual patents or 
applications which are not in dispute here, but conversely not to the material allocation of the 
underlying inventions. Only the completeness and correctness of the attached list are guaranteed. 

To supplement the facts of the case, reference is made to the documents together with 
appendices submitted by the parties and to the minutes of the sessions dated 6/9/05 (pp. 166/169) 
and dated 2/16/06 (pp. 323/327). 

GROUNDS OF THE DECISION 
The suit had to be dismissed since the patents in dispute had not been assigned to the FAST 
companies and subsequently to the plaintiff for lack of declaration of use or declaration of 
assignment. 

The counteraction for an interim declaratory judgement was successful with petition 2. 
A. 

Justification of the plaintiff pursuant to 
Section 15 paragraph 2 Employee Invention Law 
To the extent the plaintiff has required performance in hhnself from the assigned right (suit 
and 1 St auxiUary petition) the suit had to be dismissed for lack of plaintiffs right of action. This is 
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because the required cooperation actions pursuant to Section 15 paragraph 2 Employee Invention 
Law (signature, alternatively: specification of declarations and assignments relative to the patent 
offices,) are extremely personal rights and obligations from the working relationship which pass 
only to the overall legal successor and not to the individual legal successor cannot therefore be 
transferred (compare BartenbachA^olz, Employee Invention Law, 4th edition, Section 15, note 1 1). 

With respect to the second auxiliary petition (rendering to the insolvency administrator) in 
any case direct authorization of the plaintiff by the third party dated 6/605 (Appendix CBH 48) 
takes effect so that a decision had to be made regarding the auxiliary petition in the matter. 

B. 

Soundness of the auxiliary petition 
Even if it is assumed in favor of the plaintiff that the defendant has signed responsibly 
within the FAST companies solely for patents, no effective declaration of use or declaration of 
assignment with respect to the patents in dispute can be taken from the submission of the plaintiff. 

I. Regardless of the exact date of the respective inventions, between the parties with reference to the 
patents in dispute it is undisputable that the defendant devises the inventions either as a proxy and 
thus as an employee of FAST Technology GmbH or as director of FAST Technology AG. For both 
cases thus the provisions of the Employee Invention Law apply, either directly according to Section 
1 of the Employee Invention Law or (only to a limited degree, since not obligated to compensation) 
based on the agreement in Section 7 paragraph 2 of the director's employment contract (Appendix B 
4). 

II. According to Section 5 paragraph of the Employee Invention Law any employee who has 
devised a service invention must report this immediately in writing to the employer. 
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1 . Here it can be assumed for all inventions that they are service inventions in the form of an 
experience invention in the sense of Section 4 paragraph 2 of the Employee Invention Law or 
inventions related to the directorship activity of the defendant. 

This is because the defendant has opposed the very detailed submission of the plaintiff on 
the technical relationship between the two inventions assigned to the FAST companies by the 
defendant and the inventions in dispute here (compare document dated 12/6/05 pp. 23-31 = pp. 
251-260 which are all considered the heart of the business activity of the FAST companies and the 
professional activity of the defendant as proxy and director within the FAST companies, only very 
globally, as shown in the statement of facts (compare document dated 7/6/05, p. 1 1 = p. 1 86). He 
thus has not shaken the actual assumption being litigated for the plaintiff (compare 
Bartenbach/Volz, Employee hivention Law, 4 ed. Section 4, note 46) that the inventions devised by 
him which all relate obviously to the domain of his business activity or his directorship activity are 
experience invention or director inventions. 

2. There are indisputably no reports of the defendant in the sense of Section 5 paragraph 1 
Employee hivention Law. 

Violation of Section 5 of the Employee Invention Law however must remain without 
disadvantages for the employee inventor according to higher court case law if it is documented in a 
different form comparable to a proper report that the employer has knowledge and recognition 
opportunities which must be procured for him according to Section 5 of the Employee Invention 
Law. This is because it is then established that a corresponding report in the form prescribed 
pursuant to Section 5 of the Employee Invention Law is no longer required, and it would be false 
formalism no longer covered by the purpose of this regulation if the employer with respect to 



19 



decisions to be made by him in the case of a service invention could insist nevertheless on the 
adherence to Section 5 of the Employee Invention Law. This is the case when the employee files 
the service invention with the contents of the teaching developed by his employee for technical 
action and in doing so names all the inventors involved in the development. This is because he had 
to recognize that he had also been notified fi-om his standpoint about the significant circumstances, 
especially about the importance of the invention and its inventors, so that in any case he is now able 
and it could be expected of him to claim the service invention as soon as possible if he intended to 
use this legal possibility (BGH, Judgment dated 4/4/06, X ZR 155/03 - adhesive label). 

This case law can also be applied in this case of coincidence of the property as inventor and 
representative of the employer in the matter of patents in one person - either as director or proxy. 

In this connection it should be emphasized that the defendant as director was not relieved 
of the limitations of Section 181 BGB; this is abeady apparent fi-om Section 1 paragraph 2 of the 
employment contract (...represents the company with another member of the board of directors or a 
proxy). For the period of activity as a proxy there is no written contract. The plaintiff has not 
explained relief pursuant to Section 181 BGB. 

It is no longer decisive that it can be assumed that the defendant as proxy was not relieved 
of the limitations of Section 181 BGB. Section 181 BGB is also applied analogously to unilateral 
declarations of intention which become complete upon receipt by the other party (compare 
Palandt/Heinrichs, BGB, 65th ed. Section 181 note 8 mwN). A proper declaration of use to be 
assumed would therefore be void without an approval possibility analogously to Section 180 BGB 
(compare Palandt, loc. cit. Section 181 note 15 mwN). 

If an employer however does not relieve the employee inventor or director solely entrusted 



20 



with patent matters which is equivalent to an employee inventor based on contractual agreements of 
the limitations of Section 181 BGB, and otherwise does not provide for an organization which 
ensures acceptance of inventor reports which may become necessary or the delivery of declarations 
of use, it is not worthy of protection, particularly since FAST Technology AG has done this 
according to Section 7 paragraph 2 of the director employment contract by agreement of analogous 
application of the Employee hivention Law. 

III. The four month term of Section 6 paragraph 2 of the Employee hivention Law therefore began 
to run for each patent in dispute with the filing of the written patent application. 
rV. There is indisputably no written declaration of use within the term of Section 6 paragraph 2 of 
the Employee Invention Law. 

V. Nor could any effective oral or implied declarations of use which are a constitutive declaration 
of intention which becomes complete upon receipt by the other party (compare BGH loc. cit. p. 19 - 
adhesive label) be established within the deadline. 

1. For the inventions which the defendant devised as proxy of Fast Technology AG there is 
no submission of the plaintiff regarding which other persons have explained anything legally 
significant. 

The fact alone that the defendant filed the inventions devised by him for patenting for his 
employer - regardless of the lack of written form and the fact that the patent applications are not 
directed at the defendant as an employer, but to the respective patent office, cannot yield any 
declarative value to the extent that a declaration of use is to be seen therein. Then the contents of 
this declaration are fundamentally not accepted by case law even for different persons (compare 
OLG Duesseldorf, GRUR-RR 2004, 163, 166). This is because the employer is obligated anyway 
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according to Section 13 paragraph 1 Employee Invention Law, regardless of later use, to file the 
employee invention. Here the defendant fulfilled this obligation as proxy. 

Therefore the lack of a written form which leads to invalidity of the declaration of intention 
pursuant to section 125 BGB is no longer decisive. 

For this reason the written forai is not dispensable either since here the written invention 
report was considered unnecessary. The different strictness of fonn can be accepted (compare BGH 
loc. cit. p. 17 - adhesive label). 

Agreement to abandon the written form of the declaration of use is fundamentally possible, 
in any case only during the course of the four month period (compare BGB loc. cit. p. 19 - adhesive 
label). The plaintiff has not submitted anything specific in this regard, 

A general implied abandonment of all formalities, as submitted to the defendant, could itself 
not be combined with the protective idea of the Employee Invention Law and thus is invalid 
according to Section 22 Employee hivention Law with a genuine suggestion, without reference to a 
specific invention. Regardless, the plaintiff has not submitted starting from when this general 
consensus is to have existed for the first time so that application to the individual invention is not 
possible. 

2. For the inventions which the defendant devised in his time as member of the board of directors of 
FAST Technology AG, legally valid declarations of use cannot likewise be ascertained. 

To the extent the plaintiff submits that there were repeatedly discussions between the 
members of the board of directors of FAST Technology AG and the defendant about the enonnous 
costs which arose by the patent applications pursued by the defendant with reference to his 
inventions with sole responsibility, but in the name of the FAST companies, the defendant pushed 
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the applications to enhance his own reputation and to improve the patent portfolio of the FAST 
companies, and in discussions with members of the board of directors urged the application of his 
and also other inventions and in these discussions the defendant and the pertinent members of the 
board of directors assumed unanimously that the inventions for whose application FAST 
Technology AG was to assume the costs should of course be due FT AG alone, since the members 
of the board of directors had otherwise not been convinced of this extremely high cost and this was 
also completely clear to the defendant, this itself did not have the desired effect for a genuine 
suggestion. 

This is because for the acceptance of a unilateral declaration of intention which becomes 
complete upon receipt by the other party, awareness is necessary for the explaining party, here the 
members of the board of directors, that they express use pursuant to the Employee hiventor Law. 
This cannot be taken from the submission. Rather all participants assumed unanimously that the 
inventions are already due FT AG. This simple "will to allocate" is not sufficient according to case 
law of the BGH (loc. cit. p. 22, 23 - adhesive label). 

Therefore failure to adhere to the written form is no longer decisive. 

Otherwise reference can be made to the aforementioned. 

The inventions in dispute thus became free after expiration of the period of use pursuant to 
Section 8 paragraph 1 no. 3 of the Employee Invention Law. 

VI. Expressed or implied transfer of the inventions to the FAST companies after becoming free 
cannot be established. 

Basically the transfer of an invention which has become free from the employee inventor to 
the employer pursuant to Section 22 of the Employee Invention Law is possible by expressed or 
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also implied legal transactions. To do this, according to higher court case law two legal declarations 
of intention in the form of an offer and acceptance are necessary. Some simple intention to allocate 
is not sufficient. The affected party must accordingly have acted in the awareness that this legal 
declaration at least may be necessary. A declaration of intention with certain contents can only be 
attributed to behavior without this awareness of declaration if the affected party with application of 
the care required in commerce would have been able to recognize and avoid the fact that his 
behavior in good faith and according to accepted standards should be viewed as a declaration of 
intention of this content, and the opposing party has also in fact understood it in this way (compare 
BGH loc. cit. p. 22 fif. - adhesive label). 

The legal content of this declaration that the patents to be filed should belong to FAST 
Technology AG cannot be taken from the above described general consensus assumed to be true 
between the members of the board of directors and the defendant. This is because regardless of the 
fact that it has not been submitted when specifically which discussions took place, before or after 
expiration of the respective periods of use, all participants apparently assumed that the patents are 
aheady due the AG. A legal intention directed at transfer cannot therefore be established either for 
the defendant or for the members of the board of directors. 

This uitention to transfer for the defendant cannot be established either for this reason since 
on the side of the defendant as employee inventor it is the task of a right of monetary value and a 
reasonable party will generally be prepared for this only if unanimity is achieved on pecuniary 
consideration (compare BGH loc. cit, p. 24 - adhesive label); this is not the case here. 

The plaintiff has not presented noteworthy starting points that could differ from these 
principles here. His reference to Section 7 paragraph 1 of the employment contract, according to 
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which the employer is entitled to claim inventions of the defendant without compensation, does not 
have the desired effect since this right according to Section 7, paragraph 2 subparagraph 2 of the 
contract can only be construed such that it exists within the employee inventor right to be applied 
analogously and therefore only within the term of use. After the term of use of the Employee 
Invention Law has expired, these director inventions can therefore either no longer be claimed at all 
or only against the corresponding employee inventor compensation. 

This applies likewise to the extent the plaintiff argues with the defendant acting as principal 
and agent. 

Regardless, this defendant's acting as principal and agent has not been manifested to the 
outside (compare Palandt/Heinrichs, loc. cit. Section 181 note 23 mwN) since the simple pursuit of 
the applications for the FAST companies belonged to the employment-contractual obligations of 
the defendant who thus in turn has satisfied the obligation of his employer pursuant to Section 1 3 
paragraph 1 of the Employee Livention Law. 

Nor can this manifestation of action as principal and agent be taken from the investment 
contract dated 7/5/03 submitted as Appendix LL2. Then, on the one hand the guaranty declaration 
contained herein relates solely to the completeness and correctness of the attached enumeration of 
patent applications which do not relate to the patents in dispute here either, and not to material 
allocation of the underlying employee inventions. On the other hand, this guaranty declaration is 
directed neither at the FAST companies nor at the plaintiff or the previous alleged holders of the 
patents in dispute, rather at other future investors of the FAST companies. 

This defendant's acting as principal and agent pursuant to Section 181 of the BGB would 
also be provisionally invalid since he has not been relieved of this limitation (compare above). One 
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who has undertaken action as principal and agent without approval can also appeal thereto, since 
any abuse of legal rights which could lie in the appeal to invalidity cannot replace approval of a 
transaction which depends on the resolution of mtent of another. Here the insolvency administrator 
who is the intervening party of the plaintiff is free to retrieve this approval at any time. 

So far this approval of the provisionally invalid transaction cannot be established. 
Expressed approval of the insolvency administrator was not submitted. Implied approval cannot be 
seen in the assignment of the patents by the insolvency administrator since the insolvency 
administrator at the time neither knew about the approval obligation nor even expected it (compare 
Palandt/Heinrichs, loc. cit. Section 182 note 3 mwN). 

C. 

Counteraction for an interim declaratory judgement 

For the aforementioned reasons petition 1 of the counteraction for an interim declaratory 
judgement allowable pursuant to Section 256 paragraph 2 ZPO had to be rejected and petition 2 
upheld. 

To the extent there was no longer any relevancy of the decision by the partial revocation of 
the claim, the petition had to be converted into a regular counteraction for a declaratory judgement 
(Zoeller/Greger, ZPO, 24th ed. Section 256 note 29). There was at the time plaintiffs interest in the 
suit, since the plaintiff disputed the existence of free inventions and effective use or effective 
transfer after becoming free had to be maintained. Auxiliary petition 1 differs from petition 2 of the 
suit also in that the latter is geared to the legal situation in August 2003, while the counteraction 
with the 1st auxiliary petition is geared to the question of use or transfer. 

The condition for fiirther auxiliary petitions within the process has not arisen. 
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D. 

Subsidiary decisions 

The pronouncement for tentative enforceability follows from Section 709 ZPO. 

The determination of the amount in dispute follows from Sections 3 and 5 ZPO, Sections 45 
paragraph 1, 48 paragraph 1 GKG. 

Based on the statements of the defendant which have remained undisputed in the document 
dated 2/9/06 (p. 14 = p. 345) and with consideration of a deduction for the action for a declaratory 
judgement the division sets the value of the counteraction for an interim declaratory judgement at 
700,000 euros. Since the claim which the plaintiff has established at 20,00 euros and the 
counteractions for an interim declaratory judgement relate to the same item, pursuant to Section 48 
paragraph 1 subparagraph 3 GKG only the value of the higher claim is decisive. The value of the 
alleged right of retention does not exceed this amount. 

The counteraction for an interim declaratory judgement was imconditionally brought only 
with the document dated 9/19/05 (page 219). 

The cost decision follows from Sections 269 paragraph 3 p. 2, 91 paragraph 1 ZPO. 

The plaintiff is completely unsuccessful with his suit. With respect to the counteraction for 
an interim declaratory judgement the defendant is unsuccessfiil with his main petition, but 
successfiil with the 1st auxiliary petition. The latter however does not have a smaller value than the 
main petition, so that the costs overall had to be imposed on to the plaintiff. 
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Since the third party is unsuccessful with his petitions, he must bear his own costs (Section 
101 Section 1, 2nd subparagraph ZPO. 
Retzer 

Presiding District Court Judge 

Dr. Brodherr 
District Court Judge 

Dr. Zigarai 
District Court Judge 

The agreement of the copy with the original is confirmed, 

Munich, August 7, 2006 

Clerk of Court, Munich District Court 



28 



Serial No.: 10/529,326 

Atty. Docket No.: 11950^0282 



EXHIBIT 4 



119508,00282/35897010v,! 



Ausfertigung 




LANDGERICHT MUNCHEN I 

Lenbachplate 7, 803 1 5 Mundien 

Az. : 7 O 929/05 , - . 

Verlcimdet am 3. B. 2006 

'0. Aug. 200/ 
UXiMAJ Jy ™ NAMEN DES VOLKES 

TOTEIL 



In dem Rechts^reit 

- Kiagerin und Widerbeklagte - 

Prozessbevollroachtigte ■ 
Qz.: 0S/3S013K 

Miiiichln Technology AO, Rottmamistr . iia, 80333 

- Nebenintervenieat - 

Prozesebevollmachtigte • 

gegen 

Lut. H,,, Wolf„t.hauser str. 23a, a2S3B Ceret.rled . 

" Seklagter und Widerklager ~ 

Prozessbevollmachtigte • 

wegen Lelstiing von Unterschriften u.a. (ArbNErfG) 

G:\Zivilkammen,\7. ZivilkammertUrteikMDr. Zigann\7 O 929 Q5.(3.8.2006).doc 



vnii^r Landgericht Munchen I, 7. Zivilkaimner, durch 

Vorsitzenden Richter am Landqericht ^^fy^r- uaJZ ■ 

fifSSdTf ^ -^-^ verhaxuuung vo^'l^.^.^?;, 



BNDXIETEIL 



I. Die Klage wird abgewieaen. 



Jf; Widerklage hin wird festgestellt, dass die 

^^^^^^J^^^^^^t^tsaimeldmgen DS 10/485,960, US, lo/Teo 597 
US 10/482,002, SS 09/673,930, US " 10/49B 058 nq 

onn. /^^i-- ^^^^^^ 02/oa;?^^ PCT/EP 02/00<?ffS> pct/ep 
2004/00«af^, PCT/EP 03/o4i?, PCT/EP " 02/13" pcT^EP 

■ 0127448, CA 2,450,137 und CA 2,476 543 zn P,^,tnH« i 
eSinde^fr^^'.^ .^^^^^ SJle^derSi^f 
^aerfn dif^ I Technology AG oder deren Riahtavor- 

aSlftS;he 'd.f Technology GtnbH, noch durch rechtsge- 
^2geg^gLl'nd.^°"^'^^^ Obertragang an diese auf diLe 

III. Im Ubrigen wird die Widerklage abgewiesen. 

Verfahrens zu traqen 
Dedoch tragt der Hebenintervenient seine Koeten selbst 



sowie folgenden 



Der Streitwert wird fdr die Zeit bis zum 19 9 2005 auf 
EUR 20.000,- und fur die Zeit danach auf EUR 700 000 - 
testgeseczt. ' 



Seite 2vor36 



TATBESTAKD 



Dae ^arteien streiten darum, wer von ihnen materieller 
Berechtigter an einer Vielzahl von PCT/EP, DS- 
amerikaniachen, britiachen imd kanadischen Patenten und 
Patentaiuneldungen (nachf olgend : Streitpatente ; vql Anla- 
ge CHB 40} ist. ' a • 

Der Beklagte ist Erfinder bzw. Miterfinder der Streitpa- 
tente. Er war vom 26.4.1999 bis 30.3.2000 GeBchaftsfiihrer 
und vom 31.3.2000 bis 5.11,2001 Prokuriet der FAST Tech- 
TiJ^nn^'^'l". ^^""^ ^^^^ ffechsel der Rechtsform war er ab 
t'l nlni ? zur . Er6f fnung des Insolvenzverfahrens am 
1.8.2003 to-tglied des Vorstands der PAST Technology AG. 
Im Vorstandsdxenstvertrag wurde in § 7 Abe. 2 (vgl Anla 
ge B 4) die entspreehende Anwendung des Arbeitnehmerer- 
findungsgesetzea sowie die Moglichkeit fiir den Arbeitge- 
. T-tl'A -^ie im Zuaaimnenbang mit der Vorstands- 

tatigkeit Btehen, entscbadigungslos in Anspruch zu neh- 
men, vereinbart. 

Sr J^^-^^^i'^^i-chee Unternehmen, nimmt 

•fur sich m Anspruch, anfgnind verschiedener Erwerbsvor- 
gange, be.im Ineolvenzverwalter der FAST Technology 

AG dem Nebenmtervenienten, ihren Ausgang nehmen, mate- 
rxelle Berechtigte der Streitpatente zn sein, si^ trllt 
vor, dass eie zur Umschreibung der Streitpatente auf sich 
Hi?,J?^""^°^^^^ Beklagten unter dil im Antrag ^d 

niii^!;^^''^ wxedergegebenen Erkiarungen {Aesignments und 
aJSiJ ^r??^^^- Beklagte cei zumindest auf- 

t'" Bhemaliger Arbeitnehmer b.w. 
Organ der Past-Unternehmen ihr gegeniiber zur Unter- 
schrxftsleistung verpf lichtet . HilfawSise klage sie aS- 
Stung^^^^dies^.^'^'^^"^^^ N^enintervenienten auf 

tS^'^j^^r ^''f^^'^P^''^^^ «^den auf initiative des Beklag- 
It^'v i ^^Sl^^sche PatentanwaltBkanzlei fur die 

A^r;!S"";;1r'' die-Anmelde- u^d 

S^™^^ getragen haben. F6rmliche Erfin- 

?^|rniS:rvor°'^^ ''^''^^^ lnanap^cbnah.earkl.rungen 



Die Kiagerxn tragt vor, . das s der Beklagte die Erfindungen 
xn Bezug auf die Streitpatente a, c, d, g, n und t S 
sexner Zeit ale Arbeitnehmer und in Bezug auf die Streit- 
patente e, f, i, j. k, 1, m, o, p, r und a in seiner Zeit 
als Vorstand getdtigt habe. 
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S,,^^^^^^ ^^^^^ ausschliefilich um Diensterf indungen in, 
sxnne des § 4 Abs . 2 ArbNErfG. Das Auffinden neuer tech 
nischer L6sungen sei bia zum Schlusn Aufgabe dea BeSaS 

till ..'-''^ ^ Erfahrungserfindungen. Deim Se 

dxe Meesung von Druck. Drehmomenten und PositioSn 
^aftfahrzeugerx und deren Antrieben eowie ideren\^ 
trieben entwickelt. Diese Sensoren vriirden in Maschin^n 
exngesetzt um den Betriebszustand von Antriaben bz" 
S^hi: ^^^f? iiberwachen und diesen Zustand S 

Rechner zu melden, die in AbhSngigkeit von dem SstaS 

scher Peldsensor rait einem magnet ischen Peld interaaiere 
entweder durch die absolute Starke des Magnetfeldes Ser 
- durch die Poeitionierung des Sensors im VeS^Iltnis L dem 
magnetischen Feld. Dement sprechend bezogen s^ch sowchT 
die Btrextgegenstandlichen Erf indungen, die der BeSa^te 

g:tatt^•h^'"'^''.^^'^'''^5 -^^^ fast UnterSS: 

getatigt babe, entweder auf das Element, welches das maa 

netische Feld wahmehme. im Zeitraum 2000 bis August 2003 
babe der Beklagte samtliche Rechte an vielen BO^Sen Sen 
Bor-bezogenen Erf indungen, so z.b. die us fain 
elSnt'"^^'" -gnetieiertes Dreh.cxuentLBBwert;^dier- 
element und die OS 6,904,814 betreffend ein magnet isches 

r~^^' ^ ^® PAST-Dntemehmen vorbehaltlos uber- 

tragen was emerseits belege, daes diese Erfindungen zu 
S^rSf J^H^*" ^'f*^*^ ^"^^^^ Freizeitbeschmlgu^g 
SS^a^f j^^^^^^^^its den technischen Wisaenstand^I 

Sw^?den ^ %^l^-l^<^ von spateren Patentanmeld^- 
gen geworaen. Alle Patentanmeldungen der PAST-Dnt«=>vT,«h™=., 
bildeten mithin ein gedankliches "^KontSu^ dS a^f^n 
ga^erT^'^"^''^^^ wisaenscbaf tlich^' VorLTetzS- 

at^'^^^f^n^''^ Darstellung der technischen Zueammenhan- 

ge zwxschen den streitgegenstandlichen Erfindungen und 
den^enigen Erfindungen, die der Beklagte bereits an die 
FAST-Unternehmen ohne - Vorbehalt fibertragen hatL wJrd 
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6.12.2005 S. 26-30 = Bl . 254-258 verwiesen. 

vor^^^^'^j'' Pofitionen sowohl als Prokurist, als auch als 
Vorstand, sex der Beklagte jeweils allein fur das Patent- 

\ I Dewexligen Arbeitgeberiu Kabe er in seiner 

und xm Rahmen eines InsichgeachSfts, das nachtraglich vom 
Nebenintervenienten genehmigt worden sei, die von ihm ge- 
rtn^™^"" '^^^ Patentanmeldungen gemeldeten ErfL- 

dungen rechtzextig ftir die PAST-Unternehmen in Anspruch 
genommeu Falls die Erfindungen nicht in Anspruch g™ 

lich konklud.«it auf die FAST-Untemehmen toertragen wor- 
2?;.„,S ''^xr^'' habe . innerhalb der FAST-Unterneto der 
S^Sr I T'T"'^ bestanden, dase die vom Eeklagten ge- 
t»n nn^H i T^^"" ^^"^ FAST-Unternehmen zustehen soil- 
en ZL TJ^^l ke:merlei. Formlichkeiten zu beachten sei- 
F^T T^hnoT.!S . "i^^^^^^^^rn des Auf sichtsrates der 

lT.Llti^ ^ I Beklagten eei es wiederholt 

TiTtn TT. ^ "^^^ immensen Kosten gekonunen, die durch 
dxe vom Beklagten in Bezug auf seine Erfindui^gen allein- 
verantwortlxch, aber im" Nainen der FAST-Gesells^haf ten be- 
trxeb^en Patentanmeldungen angef alien seien. Der Beklag- 
te habe dxe Patentanmeldungen . 2nxr Mehrung des eigenen 
F^^'Ses^f Aufbeaeerung des Patentportf oliorder 

FAST-Gesellschaften iiraner sehr .forciert und in den Ge- 
spraohen mxt den Auf sichtsratsmitgliedern auf die Anmel- 
dung sexner mid auch anderer Erfindungen gedrangt in 

S?Sie2?d ''T.""'? ^^"^ ^"'^'^^^^ die^betrelfenden 
aeo^^n ^. tibereinstiimnend davon aus- 

p^fS^?. I '^^^ Erfindungen, fiir .deren Anmeldung die 

^1.'^^^°^°^ ^ die Kosten iibernehmen sollte, selba^! 
I^^Sr* n''^ ^""^^ ^^^^^ ^^^^ Technology AG zustehen 

der a^cK ^^S""^^ sich die Auf sicht.ratsn.itglie- 

""^"^^ von diesem extrem hohen Koatenauf wand u- 
kl^rg™""""- Beklagten auch vollkon^en 

Mit Sckriftsatz vom 2.8.2005 (Bl . 213/215) hat die Klage- 
rin und mit Schriftsatz vom 6.7.2005 (Bl . 176/21oT hat 
insolvenzverwalter der FAsJ Tecl^oloS 
1? 2 2006 mv schriftsatz vS^ 

^.gerin\e?getreren"-'' '^^^ -chts.treit auf- Seiten der 
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Nach den Teilklagerucknahmen vom 6.12.2005 {Bl 229/280) 
bezuglach der Streitpatente d, f, g, h, i, u v w y uni 

h!;' 1.1 der Streitpatente a, r und t sowie 

„l . beantragt die Kl&gerin noch, wobei 

sich der KTebenintervenl^n^ ri.^ ^^"^^.Tj^g^, 



. Der Beklagte wird verurteilt, 
a. (Rucknahme) 



b. filr die Schutzrechtsanineldung US 10/480 597 
exn „AssigiOTent% wie nachstehend wiederqeae- 
ben, zu unterzeichnen: 



ASSIGNMENT 

THIS ASSIGNMENT, made on the date set forth below by Lutz Axel May, a 
German citizen, residing at Wolfiatshaiiser Strasse 23a, Geretsried, 82538. Germany, 
hereinafter referred to as ASSIGNOR, witnesseth: 

WHEREAS, said Assignor has invented certain new and useful improve- 
ments in fPISC) MAGNETTC TORQUE SKMSmn WTTH REGyrF^JTS wi, ;^ 
a United States Patent Application filed an December 12, 2003. in the United States 
Patent and Trademark Office and accorded Serial No. I0/4Rn, SQ7 and set forth in an 
Ihteniational ^plication filed on June 7, 2002. in the office of the Internationa] ex- 
aniining authority and accorded Application No. PfT/f rpn?/pj;inn 

WHEREAS Abas, Inc., a Delaware corporation having a principal place of business 
at 7401 W. Wilson Avenue. Chicago, Illinois 60706. is desirous of acquiring the en- 
tire right, title and interest in and to said invention as set forth in said patent applica- 
tions in flie United States and around the world; 

NOW. THEREFORE, for good and valuable consideration, receipt of which 
is hereby acknowledged, ASSIGNOR, by these presents docs sell, assign, and transfer 
unto said ASSIGNEE, the entire right, tiOc, and interest in and to tlie above-mentioned 
invention, said patent appKoation for Letters Patent, and any and all Letters Patent or 
Patents in fte United States of America and aU foreign countries which may be 
granted Ihcrefor and thereon, and in and to any and all divisions, continuations, and 
continuations-in-pait of said application, or reissues or extensions of said Letters 
Patent or Patents, and all rights under the International Convention for the Protection 
of Industrial Property, the same to be held and enjoyed by the said ASSIGNEE, for its 
own use and behoof and the use and behoof of its successors, legal representatives 
and assigns, to the full end of the terai or lenns for which Letters Patent or Patents 



may be granted, as fully and entirely as the same would have been held and enjoyed 
by the ASSIGNOR, had this assignment not been made. 

ALSO. ASSIGNOR hereby agrees to execute any documents that legally may be re- 
quired in connection with the filing, prosecution and maintenance of said application 
or any other patent applicationCs) or inventor certificateCs) m the United States and in 
foVeign countries for said Letters Patent, including additional documents that may be 
reasonably required to afiSrm fee rights of ASSIGNEE in and to said invention and 
Letters Patent, all wifeout fimher consideration. ASSIGNOR also agrees, without iur- 
feer consideration and at ASSIGNEE'S expense, to identify and communicate to AS- 
SIGNEE at ASSIGNEE'S reasonable request documents and information concerning the 
invention that are wifein ASSIGNOR'S possession or control, and to provide further 
assurances and tesfimony on behalf of Assignee that lawfully may be required of 
ASSIGNOR in respect of the prosecution, maintenance and defense of any patent ap- 
plication or patent encompassed within the terms of this instniment. Assignor's 
obligations under this instrutaent shall extend to ASSIGNOR'S heirs, executors, admin- i 
istrators and other legal reiM-esentatives. ' | 

ALSO. ASSIGNOR hereby authorizes and requests that the examination authority in 
any and all states to issue any and all Letters Patents or Patents referred to above to 
ASSIGNEE, as fee ASSIGNEE of the entire right, title and interest in and to the same, 
for ASSIGNEE'S sole use and behoof; and for the use and behoof of Assignee's legal 
representatives and successors, to fee full end of the terra for which such Letters Pat- 
ent or Patents may be granted, as fully and entirely as fee same would have been held 
by ASSIGNOR had fliis assignment not been made. 

ALSO. ASSIGNOR aufeorizes any member of the firm of Blank Rome LLP to insert or 
complete any information in this document needed to effect its recordal in the U.S. 
Patent &. TVademark Office. 

Effective feis day of ^^^^-^^ ^^^^ 

LutzA. May " ' ~ 

[Signature] ' ' 



The foTcgoing .instrument was subscribed arid sworn 

before me this day of , 

2004,byLutzA.May. 

Notary PubKo 

My Commissiaii Expires: 



c. f'u.r die Schutztechtsaiuneldung US 10/482.002 
ein „Assigmnent», wie nachstehend wiedergege- 
ben, zu unterzeichnen : 

<B1, 8-10). 

d. (Rilcknahme) ' 

e. f-ar die Schutzrechtsanmeldung US 10/498.058 
ein „AsBigpimeiit'', wie naclisteheiid wiedergege- 
ben, zu unterzeichnen: 

(Bl. 14-16) 

f . (Rdcknahme} 

g. (Rilcknahme) 

h. (Rflcknahme) 

i . (Racknahme) 

j. f\lr die Schutzrechtsanmeldung us 10/477.180 
ein „AsBignment", wie nachstehend wiedergege- 
ben, zu unterzeichnen: 

(Bl. 29-31) 

k.' fur die Schutzrechtsanmeldung PCT/EP 
01/13698 ein „ABsignment" , wie nachetehend wie- 
dergegeben, zu unterzeichnen; 

(Bl. 32-34) 
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1. f<ir die Schutzrechtsamneldung PCT/EP 
02/01704 ein ^Assignment" , wis nachstehend wie- 
dergegeben, zu imterzeichnen: 

(Bl. 35-37) • 

m. fur die Schutzrechtsaiuneldung PCT/EP 
02/01225 eia ..Assignment", wie nachstehend wie- 
dergegeben, zu unterzeichnen; 

. (Bl. 38-40) 

n. fiir die Schutzrechtsanmeldimg PCT/BP 
02/00784 ein „ABsigm[ient», wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

{Bl. 41-43) 

o. f<ir die Schutzrechtsanmeldung PCT/EP 
02/00786 ein „ Assignment", .wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl. 44-46) 

p. ftir die Schutzrechtsanmeldung PCT/EP 
2004/00044 ein ^Assignment", wie nachstehend 
wiedergegeben, zu tuiterzeichnen: 

(Bl. 47-49) 

q. fur die Schutzrechtsanmeldung PCT/EP 
03/09349 ein „AsBignment™ ; wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl. 50-52) 

r. (RilcknaJame) 

a. fur die Schutzrechtaanmeldung PCT/ep 
03/10634 ein „Assignment", wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl. 56-58) 

t. (Ruckixahme) 

u. (R^cknahme) 

V. (Racknahme) 
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w. (Rucknahme) 

X. fur die Schutzrechtsanmeldung CA 2, 450,137 
ein „ Assignment", wie nachstehend wiedergege- 
ben, 2u unterzeichnen- 



i; Lnte AjBJMny. yAkaoM post office addnaBii Wbtfiatoiiuer S!iMK23a," 12538 Gel% 
DE, in conadOTtfan of ttOO te re^ 

offiM iddrm ia Otto.ahi>si««e H Gowitos*krtStiH«^ B5521 Ottobmi»i. DE, dl 
dfiK title iid mtoatinCwt inwdto tta in»atK)iidiKb«d in imapplic«t5bnibrpat«l 

; SKMabrt' ."^^ i • 'v., .- ■; •; . ..*•. 



STATEWEfTTBrifWnm 
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Y- CRucknahme) 



z. fur die Schutzrechtsanmeldungeii 

US 10/485,960 

US 10/480,597 

OS 10/482,002 

TJS 10/498,058 

US 10/257,337 

US 10/477,180 



jeweila eine „Declaration for Patent Ap- 
plication and Power of Attorney", wie 
nachstehend wiedergegeben , zu unterzeich- 
nen: 
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DECLARATION FOR PATENT APPLICATION AND POWER OF ATTORNEY 

As a below named inventor. I hereby declare that: 

My resWence; mailing address and citizenship are as stated below ne)tt to my name, 

I believe 1 am the original, flret and sole inventor (if only one name is listed below) or an original, first and joint inventor 
plural names are listed below) of the subject matter which is claimed and for which a patent Is sought on the invenlit 
entitled: ' 

the specification of which 
□ Is attached hereto 

S was filed on as United States Application Number or PCT international 



Application Number and (If applicable) was amended on 



i/we her^y authorize our attorneys to insert the serial number assigned to ttils application^ 

I/we hereby state that I have reviewed and understand the contents of the above-Identified specification. Including tt 
claims, as amended by any amendment referred to above. 

I/WB acknowledge the duty to disdose information which is material to. patentability as defined in 37 CFR §1.56. 

I/we hereby claim foreign priority benefits under 35 U.S.C. §1 1 g(a)-(dj or § 3e5(b) of any foreign application(B) for patai 
■or inventor's certificate, or §365(a) of any POT Inlemationa! application which designated at least one country other th£ 
the United States, listed tielow and have also identified below, by chedclng the box. any foreign application for patent < 
Inventor's certmcate. or PCT International application having a filing date before tfiatof the application on which priority 



PRIOR F0RE16N/PCT APPLICATiON(S) AND ANY PRIORITY CLAIMS UNDER 35 USC §119 



APPLICATION NO. 



DAY/rWONTHA'EAR FILED 



PRIORITY CLAIMED 



I hereby daim the benefit under 35. U.S.C, §119(6) of any United States provisional app|jcation{sj listed below. 



PROVISIONAL APPLICATION(S) UNDER 35 U.S.C. §1 19(e) 



APPUCATION NUMBER 



FILING DATE 



lAve =«9= «,e dul,,U, dl«*»e lnft:mE«cn whid, ™,=*l to pate„tebll«>, as dell„«, in 37 CFR 5, 66 «h 



f BIPR U.5 JPCT INI KRWTIONAL AP PUCATION(S) DESIGNATED FOR BENEFrt 



UNDER 35 UAC. §12D 



APPUCATION NO. 



FILING DATE 



ST« , ua - PATENTED, PENDING, ABANDONED 



, 0. Br™ W.. HW„., Re,. NO. 48,443 ; mr^^ K. P.a., Reg. No. 60,5,4^ T.o.e» L Wis Rej N 



C6rrBspond9nce Address: 



BLANK ROIUIEtXP 

eOD New HampsMre Awraie. N.W.- 

WasWnglafi, DC 20037 

TEL (202) 944-3000 FAX (202) 572-3398 



27557 

mTENTTRADEMAKK DFnCE 



I/WB hereby dedare that all statements made herein of my/our own knowledge are true and that all statements made 
informaHon and belief are beneved to be true; and further that these stataments were made with the knowledge that wni 
faiBB statements and the like so mads are punishable by fine or Imprisonment, or both, under section 1 001 of Title 18 
the United States Code, and that such willful f^se stataments may JeopardlzB the validity of the application or any patE 




Full Name of ^da orflrsf inv^ntoffely^jjarrte 
Lutz A. IWay 



















:Malllng;,'Address- 







Fiill Name,Df additjpiial jolnLinvento^ (^jj^n^ 



Sig nature- 







Re idence 


Citizen hip 




Mailing Address — — - 


i-ui Name or additional joint inve^itor (piven name faqjily name) 










Signature r ^ 


Date I 














1 I S 


'lyiailihg^A'ddfess. 














bignature _ i > 'Si^'^i^i 
















.lyiaiiing , /^dfess;. 






U Addibonal joint inventors are named on separately numbered sheets attached hereto. 





hilf aweise : 



a. (Ruckname) 

b. ftlr die Schutzrechtsanitteldung 0S 10/480.597 
ein „Assigiinieiit", wie nachstehend wiedergege- 
ben, zu unterzeichnen: 

ASSIGNMENT 



WHEREAS, Lutz Axel May, a German citizen, residing at Wolfrat- 
shauser Strasse 23a, Geretsried, 82538, Germany, hereinafter referred to as AS- 
SIGNOR, lias invented certain new and uaefiil improvements in (DISC) MAG- 
NETIC TORQUE SENSING WITH SEGMENTS set forth in a United States 
Patent Application ffled on December 12, 2003, in the United States Patent and 
Trademark Office and accorded Serial No. 10/480,597. based on International 
Application No. PCT/EP02/06300, 



* K , * ^e^'^are corporation having a principal place 

of bnsbess at 7401 W. Wilson Avenue. Chicago. Illinois 60706. is desiroS of 
acq,Uring the entire right, title and tatcrest in and to said invention as set ford, 
m said patent applications in the United States and aroundthe v^orld; 

NOW, IBJREFORE. for good and valuable consideration. ASSIGNOR 
by these presents does seU, assign, and transfer unto said ASSIGNEE, the entire 
right, titie. and mterest in and to said mvention. said patent application ^dt; 
and aa Letters^atent or Patents in the United States of America and aU foreign 
countries which may be granted therefore and thereon, and m and to any and ln 
divisions, continuations, and continuBtions-in-part of said appUcation. or reis- 
sues or extensions of said Letters Patent or Patents.- 

I 

ALSO, ASSIGNOR hereby agrees to execute any documents that legallv 
may be required in connection witii the filing, prosecution and maintenanL of 
said appbcation or said other patent application^) in the United States and m 
fordgn counMes for said Leti:ers Patent or Patents in foreign countries, Indud- 

r&m^F t TT'" M**?^' "'"^ ''"""""^'y "^"^^^ *° "^"^ *^ rights °f 
ASSIGNEE in and to said invention and said Letters Patent, all without fortiier 

rSlrNO^"".; ASSIGNOR'S obHgations under this insti-ument shall extend to 
ASSIGNOR S legal representatives and assigns. 

.-^SO, ASSIGNOR hereby authorizes and requests tiiat the examination 
antfaorrty m any and all states to issue any and aU Letisrs Patents or Patents 
rrferred to above to ASSIGNEE, as Hie ASSIGNEE of the entire right, tilie and 
interest in and to (he same. 

"^^y *>f [month], in the year , 



Lutz A. May [Signature] 
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The foregoing instrument was subscribed and swoni before me this _ 
• ■ .in the year , by Lutz A, May. 



Notary Public (My Ccrflmiiaion Espires: 



c. fULT die Schutzrechtsameldung US 10/482.002 
ein „Assigiiment«, wie nachstehend wiedergege- 
ben, zu unterzeichnen : 

(Bl. 233-234) 

e. ffir die Schutzrechtsammeldung US 10/498.058 
ein „Asaigiment«, wie nachstehend wiedergege- 
ben, 2u unterzeichnen : ' 

(Bl. 235-236) 



j. fflr die Schutzrechtaanmeldung US 10/477.180 
ein AAssignment", wie nachstehend wiedergege- 
ben, zu unterzeichnen: 

(Bl. .236-237) 



k. fur die Schutzrechtsanmeldung ' PCT/EP 
01/13 698 ein ..Assignment" , wie nachstehend wie- 
dergegeben, zu tinterzeichnen: 

(Bl. 237-238) 



1. fiir die SchutzrechtBanmeldung PCT/EP 
02/01704 ein „Aaaigninent^ , wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl. 230-239) 



m. fur die Schutzrechtsanmeldung PCT/EP 
02/01225 ein „ABBignment«, wie nachstehend wie- 
dergegeben, zu unterzeichnen : 

(Bl. 239-240) 
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n. fur die Schutzrechtsaiuneldung PCT/EP. 
02/00784 ein „Aasigimieiit " , wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl.- 240-241) 



o. fOr die Schutzreditsanmeldung' PCT/EP 
02/00786 ein. ^Assignment", wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl. 241-242) 



p. fiir die Schutzrechtsanmeldimg PCT/EP 
2004/00044 ein „Assigmnent", wie .nachstehend 
wiedergegeben, zu vmterzeichnen; 

(Bl. 242-243) 



g. fur die Schutzrechtsanmeldung PCT/EP 
03/09349 ein „ Assignment", wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl. 244-245) 



r. (Rficknahine) 



s. far die Schutzrechtsanmeldung PCT/EP 
03/10634 ein „ABBigninent'\ wie nachstehend wie- 
dergegeben, zu unterzeichnen: 

(Bl. 246-247) 



t . (Rtictaiahme) 



weiter hilfsweise; 

Der Beklagte wird verurteilt, die vorstehenden Er- 
klS.rungen abzugeben. 

weiter hilfsweise: 

Der Beklagte wird verurteilt, die vorstehenden Un- 
terschriften an den Nebenintervenienten zu leisten. 
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2. Ea wird festgestellt, dase alle den Beklagten 
betreffenden Rechte, Anspriiche und Beteiligmigen an 
bzw. aus den Schutzrectitsaiuneldtuigen PCT/ep 02/08820 
(US 10/485,960), PCT/EP 02/06300 (US 10/480 597) 
PCT/EP 02/02960 (US 10/482,002), PCT/EP 02/13952 (US 
10/498,058), PCT/EP 02/04871 (US 10/477,180), PCT/EP' 
01/13698, PCT/EP 02/01704, PCT/EP 02/01225. PCT/EP 
02/00784, PCT/EP 02/00786, PCT/EP" 2004/000044, 
PCT/EP 2003/009349, PCT/EP 02/14520, PCT/EP 

2003/010634 sowie PCT/EP 02/01230 und an bzw aus 
den dxesen Schutzrechtsanmeldungen zugrunde lieaen- 
den Erfindungen Im Zeitpunkt ihrer fibertragung an 

der PAST Technology AG. Otto-Hahn-StraSe 24, Gewer- 
begebiet Riemerling, 85S21 Ottobrunn, Deutschland 
standen bzw. Bestandteil der Ineolvenzmasse der FAST 
Technology AG waren. 

Der Beklagte beantragt, 

die Klage abzuweisen. 

Der Beklagte tragt vor, dass er die meisten Erfin- 
dungen im Zeitraum von Ende Marz 2 000 bis Ende Au- 
gust 2002 und damit in seiner Zeit als Prokurist ge- 
tatxgt habe. Lediglich die Erfindungen gem. der 
Streitpatente f , y, p und s habe er als Voratand ge- 
tatigt. Da die hierfur beweisbelastete Klagerin kei- 
ne Angaben zu den Zeitpunkten der Entstehimg der Er- 
findungen b, z..h, q, u, V und w gemacht habe. sei 
die Klage insoweit bereits abweiaungsreif . Selbat 
kSnne er sich nur mehr an folgende Daten erinnern- b 
und z habe er im-Jlini 2001 erfunden, i und z im Ap- 
ril 2000, s im August 2002 sowie d bereits vor April 
1998, d.h. vor Existenz der " PAST GmbH. Q aei aus- 
weiBlich der Anlage B 24 bereits an die Pa. TRW inc 
sowie die PAST Technology GmbH iibertragen worden' 
der Anspruch auf IMterzeichiiung derartiger Erklarun- 
gen sex daher bereitsf erfullt . 

Bs handele sich Oberwiegend um freie Erfindungen im 
Sxnne des § 4 Abs. 3 ArbEG. Denn die Erfindungen 
sexen stets aufierhalb seiner unmittelbaren Tatigkeit 
f^ir die FAST-Gesellschaften und auEerhalb und unab- 
hSngxg von deren Geschaf tsraumen und Geschaf taaus- 
stattung entstanden. Auch habe der Beklagte noch vor 
seiner Tatigkeit als Geschaf tsfiihrer der PAST Tech- 
nology GmbH die Erfindung gem. der Anlage B 2 geta- 
tigt und auf die GmbH i3±)ertr agen . Femer habe der 
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Beklagte vor und wahrend seiner Tatigkeit fur die 
Fa. NCTE weitere Erfindungen auf diesem Gebiet geta- 
tigt. 

Ausdruckliche Erfclarvmgen im • Hinblick auf eine Inan- 
spruchnahme Oder Sbertragung der Streitpatente seien 
unGtreitig weder schriftlich noch ittflndlich abgegeben 
worden. Wirksame konkludente Erkl^rungen seien schon 
deswegen nicht abgegeben worden, da den Beteiligten 
das BrkiarungabewusBtaein gefehlt habe. Weder der 
Beklagte noch die ubrigen Organs der FAST- 
Untemehmen httten sich jemals Gedanken uber die in- 
haberschaft an den Streitpatenten gemacht, noch sei- 
en ihm Oder den anderen Organraitgliedem die Form- 
vorschriften des Arbeitnehmererf indergesetzes be- 
kannt gewesen. Auf die Einhaltimg der Schriftform 
einer etwaigen Inanspruchnahmeerklainmg habe er 
nicht verzichtet. Innerhalb der FAST -Untemehmen ha- 
be es keine einzige formelle Erf indermeldung gege- 
ben. Neben ihm seien auch noch andere Mitarbeiter itn 
Erfindungawesen tatig gewesen. 

Etwaige Insichgeschafte des Beklagten seien - unab- 
hSngig davon, daBS sie nicht nach auSen erkennbar 
geworden seien - unwirksam, da er nicht von der Be- 
schrankung des § 181 BQB befreit gewesen sei und 
auch der Insolvenzverwalter etwaige schwebend un- 
wirksamen Qeachaften mangels Kenntnis von der etwai- 
gen Uiiwirksamkeit nicht konkludent genehmigt hahe. 

Einer formellen Erfindermeld^mg seinerseits hahe es 
nicht bedurft, da die PAST-Untemehmen - unstreitig 
- sSmtliche Erfindungen unter Benennung seiner Per- 
son^ als Brfinder zum Patent angemeldet hatten. Die 
Erfindungen seien daher nach Ablauf der Inanspruch- 
nahiaefrist. frei geworden. Die Ubertragung durch den 
Insolvenzverwalter der FAST Technology AG sei daher 
ins Leere gegangen. 

Dnabhangig hiervon habe die Kl^gerin keinen Anspruch 
auf Unterzeichnung der im Antrag wiedergegebenen Er- 
kiarungen, da dieae u.a. inhaltlich imvollstandige 
BOwie unzutreffende, in den USA strafbewehrte eides- 
stattliche Versicherungen und Sbertragungserklarxin- 
gen beinhalteten, die auch in dieser Form vom DS- 
Patent Office nicht vorgeschrieben wurden. Die be- 
gehrten Erklarungen stellten letztendlich einen DS- 
Kaufvertrag bezuglich der Streitpatente ohne Kauf- 
preiszahlung dar, obwohl sich die KlSgerin berCihme, 
bereits Inhaberin der Streitpatente zu sein. 
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Auch Jconne der Anspruch des Arbeitgebers nach § 15 
ArbNErfG nlcht abgetreten werden. Etwaige Anspriiche 
seien im Dbrigen auch verjShrt. Ihnen sttode auch 
entgegen, dass dem Beklagten Anspruche gegen den In- 
solvenzverwalter auf Arbeitnehmererf inderverglitung 
bzw. Schadensersatz wegen Nichtbeachtung seines Vor- 
kaufsrechts nach § 27 Nr. 2 ArbNErfG zustflnden. Die- 
se Anspruche k6nne er auch. der KLagerin in Form ei- 
nes Zuruckbehaltungsrechts entgegenhalten. 

JedenfallB sei ihm Vollstreckungeschutz zu gewahren 
da ansonsten im Falls der Anordnung der vorlaufigen 
Vollstreckbarkeit rait der UHterzeichnung vollendete 
Tateachen geschaffen wQrden. 

Im Rahnien einer nsgativen Zwlsohenf eststellun gswi - 
derklaae beantragt der Beklagte^ ' 

Es wird festgestellt. 



(1) dass die den Schutzrechtsanmeldungen US 10/485,960, US 1QM80.597, US . 

1 0/482,002, US 09/673,930, US 1 0/498,058, US 1 0/373,636, US 6,360,841, US 
10/738,883, US 10/257,337, US 10/477,180, PCT/EP 01/13698, PCT/EP 
02/01 704, PCT/EP 02/0 1 225, PCT/EP 02/00784, PCT/EP 02/00786, PCT/EP 
2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 03/10634, PCT/EP 
02/01230, GB 0129509, CB 0115494, GB 0127448, CA 2,450,137,* CA 
2,476,543 zu Crunde liegenden Erfindungen, an denen der Beklagte Aliein- oder 
Miterfinder tst, keine Diensterfindungen im Sinne von § 4 ArbNErfG sind und die 
Rechte an diesen nicht vom Beklagten auf die FAST Technology AC oder deren 
l?echtsvorBanBertn, die FAST Technology GmbH, Obertragen Wurden; 

(2) hllfswelse (fflr den Fa//, dass Diensterfindungen voriiegen), 

dass die den Schutzrechtsanmeldungen US 1 0/485,960, US 1 0/480.597, US 
10/482,002, US 09/673,930, US 10/498,058, US 10/373,636, US 6,360,841, US 
10/738,883, US 10/257,337, US 10/477,180, PCT/EP 01/13698, PCT/EP 
02/01 704, PCT/EP .02/01225, PCT/EP 02/00784, PCT/EP 02/00786, PCT/EP 
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2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 03/10534, PCT/EP 
02/01 230, GB 01 29509, GB 01 1 5494, GB 01 2744B, CA 2,450,1 37, CA 
2,475,543 zu Grunde liegenden Erfindungen, an denen der Beklagte Allein- oder 
Miterfinder ist, weder im Wege der Inanspruchnahme gemSft ArbNErfG durch 
die FAST Jedinoiogy AG oder deren RechtsvorgSngerin, die FAST Tedinology 
GmbH, noch durch rechtsgeschaftliche oder sonstige Obertragung an diese atif 
diese ubergegangen sind; 

hilftweise tfOr den Fall, dajs e/ne QhertrBganQ stRttgdundm hat), 

a) dassfiJrdie noch nichtvollstandigauf die FAST Technology AG oder deren 
RechtsvorgSngerin, der FAST Technology GmbH, Ubertragenen Rechte an 
jien den Schutzrechtsanmeldungen US 1 0/485,960, US 10/480.597, US 
10/482,002, US 09/573,930, US 10/498,058, US 10/373,636, US 
10/738,883, US 1 0/257,337, US 10/477,1 80, PCT/EP 01/13698, PCT/EP 
P2/D1704, PCT/EP 02/01225, RCT/EP 02/00784, PCT/EP 02/00786, PCT/EP 
2004/00044, PCT/EP 03/09349, PCT/EP 02/1 4520, PCT/EP 03/1 0634, 
PCT/EP 02/01230, GB 0129509, GB 01 15494, GB 0127448, CA 
2,450,137, CA 2^76,543 zu.Crunde liegenden Erfindungen bislang keine 
VergUtung seitens der F/>vST Technology AG oder deren Rechtsnachfolgerin 
gezahlt wurde und dem Beklagten deswegen ein ZurQckbehaltungsrecht 
aiich gegen.die Klagerin zusteht; 

b) dass AnsprUche der FAST Technology AG oder deren RechtsvorgSngerin, 
. der FAST Technology GmbH, gegen den Beklagten auf Obertragung der 

tlbertragenen Rechte an den Schutzrechtsanmeldtingen US 1 0/485,950, US 
10/480.597, US 10/482,002, US 09/673,930, US 10/498,058, US 
10/373,636, US 10/738,883, US 10/257,337, US 10/477,180, Pa/EP 
01/13698, PCr/EP 02/01 704, PCT/EP 02/01225, PCT/EP 02/00784, PCT/EP 
02/00786, PCT/EP 2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, 
PCT/EP 03/10634, PCT/EP 02/01230, GB 0129509, GB 01 15494, GB 
0127448, CA 2,450,1 37, CA 2,476,543 zu Grunde liegenden Erfindungen 
verjahrtsind; 



hilfeweise (fOr den Fall, dass e/ne Inanspruchmbme stattgefunden hat), 

a) dass fur die von der FAST Technology AG oder deren Rechtsvorgangerin, 
der FAST Technology GmbH, nach MaBgabe des ArbNErfG in Anspruch 
genommenen, den Schutzrechtsanmeldungen US 10/485,960, US 

: 10/4B0.597, US 10/482,002, US 09/673,930, US 10/498,058, US 
10/373,636, US 10/738,883, US 10/257,337, US 10/477,180, Pa/EP 
01/13698, PCT/EP 02/01704, PCT/EP 02/01225, PCT/EP 02/00784, PCT/EP 
02/00786, PCT/EP 2004/00044, Pa/EP 03/09349, PCT/EP 02/14520, 

■ PCT/EP 03/1 0634, PCT/EP 02/01 230, GB 01 29S09, G B 01 1 5494, GB 
01 27448, CA 2,450,1 37, CA 2,476,543 zu Grunde I legenden Erfindungen, 

kein Vorkaufsrecht nach § 27 Nr. 2 S. 1 ArbNErfG eingeraumt wurde 
und hierdurch SchadensersabansprUche gegen den Insolvenzverwal- 
ter so wis 

- ■ Ansprtiche auf angemesssne Abfindung nach § 27 Nr. 2 S. 4 Arb- 
. NErfG 

entstanden sind, die bislang nicht erfallt wurden, und dem Beklagten deswegen 
ein Zuradcbehaitungsrecht auch gegen die Klagerin zusteht; 

b) dass Anspruche der FAST Technology AC oder deren Rechtsvorgangerin, 
der FAST Technology GmbH, gegen den Bekiagten auf Mitwirkung im Sin- 
ne von § 1 5 Abs. 2 ArbNErfG in Bezug auf die in Anspruch genommenen, 
den Schutzrechtsanmeldungen US 10/485,960, US 10/480.597, US 
10/482,002, US 09/673,930, US 10/498,058, US 10/373,636, US 
10/738,883, US 10/257,337, US 10/477,180, PCT/EP 01/13698, PCT/EP 
02/01 704, PCT/EP 02A)1225, PCT/EP 02/00784, PCT/EP 02/00786, PCT/EP 
2004/00044, PCT/EP 03/09349, PCT/EP 02/14520, PCT/EP 03/10634, 
PCT/EP 02/01230, GB 0129509, GB 01 15494, GB012744B, CA 
2,450,137, CA 2,476,543 zu Grunde liegenden Erfindungen, verjahrt sind. 



Die Klagerin beantragt, 

die ZwischenfeststelliHigswiderklage ahzuweisen. 



Par Neben lntervenient schliefit sich dem Antrag. der Klage- 
rin an . . 

Die Kl&cTErin erwidert, dass der Text der Assigmnents und 
Declarations allgemeia tLblich und bo ' zwingend vorge- 
Bchrieben sei. Der Beklagte habe f ruber und auch noch 
nach Insolvenzerdffnung - unstreitig - derartige Erkla- 
rungen unterzeichnet . Br konne sich daher jetzt nicht 
melur darauf berufen, dass ilini der Text nicht zueage. 

Etwaige Ansprilche auf Arbeitnehmererf indervergutung bzw. 
Schadeneersatz wegen des Vorkauf srechts konne der Beklag- 
te allein gegehuber dem Insoivenzverwalter geltend ma- 
chen. Er miisse jedenfalls an diesen die begehrten Dnter- 
schriften leisten. Diese Verpf lichtung unterliege auch 
nicht der Verjfihrung, da das Bediirfnis nach diesen Unter- 
echriften erst kfirzlich offenbar geworden sei. 

Im Sbrigen habe der Beklagte durch die Unterzeichnung des 
Investitionsvertrages vom 5.7.2005 (Anlage UJR 2) ver- 
traglich zugesichert, dass die FAST Technology aq Inhabe- 
rin der Streitpatente o, n, k, m, 1, t, j und z sei. 



Der Beklagte hilt dem entgegen, dass sich die Gewahrleis- 
tung,' die->uch nicht gegenijber det Klagerin sondem ge- 
genOber neu aufzunehmenden Invest or en der FAST Technology 
AG abgegeben warden aei, auf konkrete, einzelne hier 
nicht streitgegenstandliche Patente bzw. Anmeldungen be- 
ziehe, nicht hingegen ahex auf die materielle Zuordnung 
der zugrunde liegenden Erfindungen. Gewahrleistet werde 
allein die Vollstandigkeit und Korrektheit der angefiigten 
Liste. 



Zur Erganzung des Tatbestandes wird auf die von den Par- 
teien eingereichten Schriftsttze samt Anlagen sowie auf 
die Sitzungsniederschriften vom 9.6.2005 (Bl. 166/169} 
und vom 16.2.2006 (Bl. 323/327) verwiesen. 



Seite 24 von 34 



Die Klage war abzuweisen, da die Streitpatente mangels 
Inanepruchnahmeerklanmg oder tibertragungserklamng nicht 
auf die FAST-Geaellschaften und nachfolgend auf die Kla- 
gerin ilbertraigen worden sind. 

Die Zwischenfeststellungswiderklage hatte mit Antrag 2 
Erf olg . 



A. 

Berechtiguag der Klagerin nach S X5 Abs. 2 ArbKErf{3 



soweit die Klagerin auB abgetretenem Recht eine Leistung 
an sich selbst gefordert hat (Klage imd. 1. Hilf santrag) , 
war die Klage bereite mangels Aktivlegitiination abzuwei- 
sen. Denn bei den geforderten Mitwirkungshandlungen gem. 
5 15 AbB. 2 ArbNErfG (Unterzeichnimg, hilfweise: Angabe 
von Erklartingen gegenuber den Patentamtem) handelt es 
sich urn hSchstpersonliche Rechte und Pflichten aus dera 
Arbeitsverhaitnia, die nur auf den Gesamtrechtanachfolger 
und nicht auf den Einzelrechtsnachf olger tibergehen, rait- 
hin nicht abtretbar aind (vgl . Bartenbach/Volz, ArbNErfG, 
4 . Aufl. , § 15 Rn. 11) . 

Hinsichtlich des 2. Hilfsantrags (Leistung an den Insol- 
venzverwalter) greift jedenfalls die. direkte Ettnachtigung 
der Klagerin durch den Nebenintervenienten vom 6.6.2005 
(Anlage CBH 48) , so dass uber den Hilf santrag auch in der 
Sacbe zu entscheiden vreir. 



B. 

Begrundetheit des Hilfsantrages 

Auch wenn man zu Gunsten der Klagerin unterstellt, dass 
der Beklagte innerhalb der PAST-Gesellschaf ten alleine 
fur das .Patentwesen verantwortlich gezeichriet hat, kaim 
dem Vortrag der Klagerin keine wirkeame • Inanspruchnahme- 
erklSnmg oder tibertragungserklSrung hinsichtlich der 
Streitpatente entnommen werdenJ 

I. Unabhangig vom genauen Dattun der jeweiligen Erfindun- 
gen ist zwischen den Parteien in Bezug auf die noch 
streitgegenstandlichen Patente unstreitig^ dass der Be- 
klagte die "Erf indTingen entweder als Prokurist und somlt 
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als Arbeifcnehmer der PAST Technology GmbH oder als Vor- 
stand der FAST Technology AG getatigt hat. Fur beide 
Fallgestaltungen konunen somit die Vorschriften des Ar-^ 
beitnehmererf indergeeetzes zum tragen, entweder direkt 
gem. § 1 ArbNErfG, oder (nur eingeschrankt , da nicht ver- 
gatungspflichtig) aufgrmid der Vereinbarung in § 7 Abs, 2 
des Voretanddienstvertragea {Anlage B 4) . 



II. Gem. § 5 Abs. 1 ArbNErfG muss jeder Arbeitnehmer , der 
eine Diensterf indung gemacht hat, dieee unverziglich 
Bchriftlich. dem Arbeitgeber melden. 



1 . Vorliegend ist bei samtlichen Erf indungen davon 
auszugehen, dass es sich urn Diensterf indungen in der 
Form der Erf ahrungserf indung iiii Sinne des § 4 Abs. 2 
ArbNErfQ bzw. um Erf indungen, die in Zusainmeiihang 
mit der Voretandstatigkeit des Beklagten stehen, 
handelt . 

Deiin der Beklagte ist dem sehr ausfuhrlichen Vortrag 
der KlAgerin zu dem technischen Sachzusammenhaoig 
zwischen den beiden vora Beklagten bereits auf die 
PAST-Dntemehmen Obertragenen Erfindungen und den 
hier streitgegenstandlichen sarf indungen (vgl. 
Schriftsatz vcmh 6.12.2005 S. 23-31 = Bl. 251-260, 
die sSmtlich zum Kern der untermnehnieriBchen Tatig- 
keit der FAST-Unternehmen und der beruflichen Tatig- 
keit des Beklagten als Prokurist bzw. Vorstand in- 
nerhalb der FAST-Unternehmen zahlen, nur sehr pau- 
Bchal, wie im Tatbeatand wiedergegeben, entgegenge- 
treten {vgl. Schriftsatz vom 6.7.2005 S. 11 = Bl . 
186) . Er hat damit die filr die Kiagerin streitende 
tatsachliche Vermutung (vgl. Bartenbach/Volz, Arb- 
NErfG, 4. Aufl., § 4 Rn. 4G) , dass es sich bei den 
von ihm getatigten Erfindungen, die ganz offensicht- 
lich seinen betrieblichen Tatigkeitabereich bzw. 
seine Vorstandtatigkeit berCihxen, um Erf ahrungser- 
f indungen bzw. Vorstandserf indungen handelt, nicht 
ersch'Q.ttert . 



2. Meldungen des Beklagten im Simie des § 5 Aba. 1 
ArbNErfQ liegen unstreitig nicht vor. 

Ein VerstoE gegen § 5 ArbNErf G muss aber nach der 
hocbstrichterlichen Rechtsprech.ung ohne Nachteile 
fur den Arbeitnehmerer finder bleiben, wenn in einer 
der ordnungsgemasen Meldung vergleichbaxen ahderwei- 
tigen Form dokumentlert ist, dass der Arbeitgeber 
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das WxBsen und die Erkenntnismoglichkeiten hat, die 
ihm nach § 5 ArbNErfG vermittelt werden mussen. Deim 
dana steht fest, dass es einer entsprechenden Mel- 
dung in der nach" § 5 ArbNErfG vorgeschriebenen Form 
nicht mehr bedarf, und es ware sine vom Zweck dieser 
Bestiitimung nicht mehr gedeckte und treuwidrige For- 
raelei, wenn der Arbeitgeber im Hiiiblick auf die von 
ihm im Palle einer Diensterf indung zu treffenden 
Entscheidungen gleichwohl auf der Binhaltung von § 5 
ArbNErfG bestehen kflnnte. Ein solcher Fall ist gege- 
ben, wenn der Arbeitgeber die Diensterf indung rait 
dem Inhalt der von seinem Arbeitnehiner entwickelten 
Lehre zum technischen Handeln anmeldet und dabei al- 
le an der Entwicklung beteiligten Brfinder benennt. 
Demx damit hat er zu erkennen gegeben, dass er auch 
aus seiner Sicht tlber die raafigeblichen tftustande, 
insbesondere iiber die Bedeutung der Erfindting und 
ihre Erfinder inf ormiert • war , so dass er jedenfalls 
nunmehr in der Lage und es ihm zuzumuten war, die 
Diensterf indung sobald wie m6glich in Anspruch zu 
nehmen, wenn er von dieeer gesetzlichen Mdglichkeit 
gebrauch itiachen wollte {BGH, Urt. v. 4.4.2006, X ZR 
155/03 - Haftetikett) . 

Diese Rechtsprechung ist auch im vorliegenden Fall 
des Zusammenf aliens der Eigenschaft als Erfinder und 
Vertreter dea Arbeitgebers in Sachen Patentwesen in 
einer Person - sei es als Vorstand oder Prokuriet - 
anzuwenden. ' 

Hierbei ist hervorzuheben, dass . der Beklagte als 
Vorstand auch nicht von den Beschrankungen des § 181 
BGB befreit war, was sich schon aus § 1 Abs. 2 des 
Dienstvertrages vertritt. die Gesellschaft mlt ei- 
nem weiteren Vorstandsmitglied oder einem Prokuris- 
ten) ergibt, Piir die Zeit der T&tigkeit als Proku- 
rist liegt kein achrif tlicher Vertrag vor. Eine Be- 
freiung gem&fi § IBl BGB- hat die Klagerin ' nicht dar- 
getan. 

Auch konunt- es nicht mehr entscheiden darauf an, dass 
davon auszugehen ist, dass der Beklagte als Proku- 
rist nicht von den Beschrankungen des § 181 BGB be- 
freit war. § 181 BGB findet auch auf einseitige, 
empfemgabedurf tige Willenaerklarungen analoge Anwen- 
dung (vgl. Palandt/Heinrictis , BGB, 65. Aufl., § 181 
Rn. 8 mwN) . Eine zu unterstellende ordnungsgeraaEe 
Inanspruchnahmeerklarung wSre dalier ohne Genehmi- 
gungsmoglichkeit analog § 180 BGB nichtig (vgl. Pa- 
landt aaO § 181 Rn. 15 mwN) . 
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Befreit ein Arbeitgeber jedoch den allein mit Pa- 
tentangelegenheiten betrauten Arbeitnehmerer finder 
bzw. Vorstand, der aufgrvmd vertraglicher Abreden 
einem Arbeitnehraererf inder gleichsteht, nicht von 
den Beschrankungen des g 181 BGB, und eorgt auch 
Bonst nicht fiir eine Organisation, die eine eventu- 
ell notig werde Entgegennahrae von Erf indermeldungen 
bzw. die Abgabe von Inanspruchnahmeerklartingen si- 
cherstellt, bo ist er nicht s chut zwiir dig, zimal die 
FAST Technology AG dies ausweislich von S 7 Abs. 2 
des Vorstandsdienstvertrages sehenden Auges durch 
Vereinbarung der analogen Anwendung des Arbeitneh- 
mererfinderrechtB getan hat. 



III. Die Vierraonatsfrist des § 6 Abs. 2 ArbNErfG begann 
daher bei jedem Streltpatent spS-testens rait der Binrei- 
chung der schrif tlichen Patentanmeldung zu laufen. 

IV. Eine scbriftliche Xnansprucbnahmeerklarung innerhalb 
der Frist des § 6 Abs. 2 ArbNErfG liegt unstreitig nicht 
vor . 

V. Es konnten auch keine wirksamen mflndlichen oder kon- 
kludenten inanspriichnahmeerkiarungen, bei der es sich um 
eine empfangsbedilrf tige rechtsgestaltende Willenserkla- 
rung handelt (vgl. BGH aaO S. 19 - Haftetikett) , inner- 
halb der Frist festgestellt werden. 



1. Fiir die Erf indxingen, die der Beklagte als Proku- 
rist des PAST Technology GmbH getStigt hat, fehlt es 
an jeglichem Vortrag der Klagerin, welche weiteren 
Personen irgendetwas Rechtserhebliches erklart ha- 
ben. 

Der Tatsache allein, daes der Beklagte die von ihm 
getatigten Erfindungen fur seinen Arbeitgeber zuin 
Patent angemeldet hat, lasat sich - unabhangig , von 
der fehlenden Schrif tforni xind der Tatsache, dass die 
Patentanmeldungen sich nicht an den Beklagten als 
Arbeitnehmer , sondem an das jeweilige Patentamt 
richten, .kein Erkiarimgswert dahingehend entnehmen, 
dass darin auch eine Inanspruchnahmeerklanmg zu se- 
hen sein soil. Denn ein solcher Erklarungsgehalt 
wird von der Rechtsprechung auch bei Personenver- 
Bchiedenheit grundsatzlich nicht angenommen {vgl. 
OLG DCtsseldorf, GRUR-RR 2004, 163, 166). Denn der 
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Arbeitgeber ist ohnehin gem. g 13 Abs . 1 ArbNErfG, 
unabhangig voix einer epateren Inanspruchnahme, ver- 
pflichtet, die Arbeitnehmererfindung zur Anmeldung 
zu bringen. Vorliegend ist der Beklagte ale. Proku- 
rist dieser Verpf lichtimg nachgekoranien . 

Auf die fehlende Schriftform, die gem. g 125 BGB zvx 
Nichtigkeit der Willenserklarung fiihrt, kommt es da- 
her nicht mebr entscheidend an. 

Die Schriftform ist auch nicht schon deswegen ent- 
behrlich, da vorliegend eine schriftliche Erfin- 
dungsmeldung fto entbehrlich gehalten wurde- Die un- 
terschiedliche PormBtrenge ist hinzunehmen (vgl. BGH 
aaO S . 17 - Haf tetikett) . 

Die Vereinbaning edLnes Verzichts auf die Scluriftform 
der Inanspruchnahmerklarimg ist zwar grundsatzlich 
moglich, allerdings nur w§hrend des Laufs der Vier- 
monatsfriat (vgl'. BSB aaO S. 19 - Haftetikett) . 
Hierzu hat die Klftgerin nichts Konkretes vorgetra- 
gen. 

Bin allgemeiner konkludenter Verzicht auf samtliche 
Porraalien, wie in die KlSgerin vorgetragen hat, ware 
selbst bei Wahrunterstellung, da ohne Bezug zu einer 
konkreten Erfiudung, mit dera Schutzgedanken des Arb- 
NErfG unvereinbar und damit gem. g 22 ArbNErfG un- 
wirksain. Dnabh&agig hiervon hat die Klagerin nicht 
vorgetragen, ab warni dieser allgemeine Konsens erst- 
itials bestanden haben soli, so dass eine Anwendimg 
auf die einzelnen Erfindungen nicht moglich ist. 

2. Pur die Erfindungen, die der Beklagten in seiner 
Zeit als Vorstandsmitglied des PAST Technology AG 
getatigt hat, sind ebenfalls keine rechtswirksamen 
Inanspruchnahmeerkiarungen f estzustellen . 

Soweit die Klagerin vortragt, dass es zwischen den 
Mitgliedem des Auf sichtsratea der FAST Technology 
AG und dem Beklagten wiederholt zu Diskussionen um 
die immensen Kosten gekoniinen sei, die durch die vom 
Beklagten in Bezug auf seine Erfindungen alleinver- 
antwortlich, aber im Naraen der FAST- Gesellschaf ten 
betriebenen Patentajuneldimgen angef alien seien, der 
Beklagte die Patentanmeldungen zur Mehrung des eige- 
nen Ruhmes imd zur Aufbesserung des Patentportf olios 
der FAST -Gesellschaf ten iiraner sehr forciert und in 
den Gesprachen mit den Auf sichtsratsmitgliedem auf 
die Anmeldung seiner und auch anderer Erfindungen 
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gedrangt hahe und in diesen Gesprachen der Beklagte 
und . die betref f enden Mitglieder des Auf sichtarates 
iibereinstiniinend davon ausgegangen seien, dass die 
Erfindungen, fttr deren Anmeldimg die PAST Technology- 
AG die KoBten ubemehmen eollte, selbstverstandlich 
auch allein der FAST Technology AG zustehen sollten, 
da die sich die Auf sichtsratamitglieder aneonsten 
auch nicht von diesem extrem hohen Kostenaufwand ii- 
berzeugen hatten lassen und dies dem Beklagten auch 
vollkoiranen klar gewesen aei, verfangt dies selbst 
bei Walunrnteratellung nicht. 

Denn fur die Aiumahme einer einseitigen empfangsbe- 
dtlrftigen Willenserklarung ist das Bewusstsein beini 
Erklarenden, hier den Auf aichtsratstnitgliedem, er- 
forderlich, daes sie eine . Inanspruchnahme nach dem 
Arbeitnehmererfinderecht auasprechen. Dies kann dem 
Vortrag nicht entnommen werden. Vielmehr sind alle 
Beteiligten iibereinstiramend davon ausgegangen, dass 
die Erfindungen der PAST Technology AG bereits zu- 
stehen. Ein solcher bloBer „ZuordnungBwille« reicht 
nach der RechtBsprechung des BGH (aao S. 22 23 - 
Haftetikett) nicht aus.' ' 

Auf das Nichteinhalten der Schriftform komrat es da- 
her nicht inehr entscheidend an. 

Im Obrigen kann auf die obigen Ausfiihrungen verwie- 
sen werden. 

Die BtreitgegenatSndlichen Erfindungen sind damit 
nach Ablauf der Inanspruchnahmefrist gem. § a Abs. 1 
Nr. 3 ArbNBrfG frei geworden. 



VI. Eine ausdriickliche oder konkludente Ubertragung der 
Erfindungen auf die FAST-Gesellschaf ten nach dem jeweili- 
gen Freiwerden ist aicht f estzustellen. 

Grundsatzlich ist die Ubertragung einer frei gewordenen 
Erfindung vom Arbeitnehmererf inder auf den Arbeitgeber 
gem. § 22 ArbNErfG moglich und zwar durch -ausdruckliche 
Oder auch konkludente Rechtsgeschaf te. Hierzu bedarf es 
nach der hochstrichterlichen Rechtsprechimg jedoch zweier 
rechtsgeschaftlicher ffillenserkiairungen in Form von Ange- 
bot und Annahme. Ein etwaiger schlichter Zuordnungswille 
genCigt nicht . Der Betref fende imiss demnach in deiti Be- 
wusstsein gehandelt haben, dass eine derartige rechtsge- 
schaftliche Erklanmg wenigatena raoglicherweiae erforder- 
lich ist. Einem Verhalten ohne ein derartiges Erklartmgs- 
bevmsBtsein kann eine Willenserklarung mit einem bestimm- 
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ten Inhalt nur dann zugerecJinet werden, wenn der Betref- 
fende bei Anwendung der im Verkehr er f order lidhen Sorg- 
falt hatte erkennen und vermeiden konnen. dass sein Ver- 
halten nach Treu und Glaube und der Verkehrssitte als 
Wxllenserkiarung dieses Inhalt s aufgefasst werden durfte 
und der Gegner sie auch tatsachlich so verstanden hat 
(vgl. BGH aao s. 22 ff. - Haftetikett) . 

Dem oben dargestellten imd als wahr unterstellten allge- 
inexnen Konsens zwischen den Auf sichtsratemitgliedem und 
dem Beklagten, dass die. anzumeldenden Patente der PAST 
Technology AG gehoren sollten, l^sst sich eine derartiqer 
rechtsgeschaftlicher Erklarungsgehalt nicht entnehmen 
penn unabhangig davon, dass nicht vorgetragen ist, wann 
. konkret welche Gesprache stattgefxmden liaben, vor Oder 
nach Ablaufen der jeweiligen Inanspruchnahmefristen, sind 
samtliche Beteiligten of f ensichtlich davon ausgegangen 
dass die Patente bereits der AG zustehen. Bin auf ein4 
Qbertragung gerichteter rechtsgeschaftlicher Wille ist 
daher weder beim Beklagten noch bei den Auf sichtaratsmit- 
gliedenl featzustellen. 

Ein derartiger Ubertragungswille kann beim Beklagten 
schon auch deswegen nicht festgestellt werden, da es sich 
auf aeiten des Beklagten als Arbeitnehmererf inder um die 
Aufgabe eines geldwertes Redhte handelt und eine vemiinf- 
txge Partei hierzu regelmSfiig nur dann bereit sein wird 
wenn auch uber eine geldwerte Gegenleitung Einigkeit er- 
zielt wird (vgl. BGH aaO S. 24 - Haftetikett), was vor- 
liegend nicht der Pall ist. 

■ Beachtenawerte Anhaltspunkte, dass von diesen GrundsStzen 
hier abzuweichen ware, hat die . Klagerin nicht vorgetra- 
gen. Ihr Hinweis auf § 7 Abs. 2 Satz 1 des Dienstvertra- 
gea,. wonach der Dienstherr berechtigt aei, Brfindungen 
des Beklagten entschadigungslos in Anspruch zu nehmen 
verfangt nicht, da' dieses Recht gem. § 7 Abs. 2 Satz 2 
des Vertrages nur so auazulegen ist, dass es innerhalb 
des analog anzuwendenden Arbeitnehmererf inderrechts und 
mithin nur innerhalb der Inanspruchnahmefrist besteht 
Nach Ablauf der Inanspruchnahmefrist des Arbeitnehmerer- 
f mdergesetzes kfinneri derartige Vorstandserf indungen so- 
mit entweder iSberhaupt nicht mehr in Anspruch genominen 
werden, oder nur gegen entsprechende Arbeitnehmererf in- 
derentschadigung - 

Dies gilt, soweit' die KlSgerin mit einem Inaichgeschaf t 
des Beklagten argument iert, ebenso. 

Unabhangig davon hat sich ein derartiges Insichgeschaf t 
des Beklagten nicht nach auSen bin manifestiert (vgl . pa- 
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landt/Heinrichs aaO § 181 Rn. 23 mwN) , denn das schlichte 
Betreiben der Patentanmeldungen fiir die FAST- 
Gesellschaften gehorte zu den arbeitevertraglichen bzw 
dienstvertraglichen Pflichten des Beklagten, der damit 
wiederum der Verpf lichtung seines Arbeitgeber bzw. 
Dienstherm gem. § 13 flbs. 1 ArbNErfG nachgekonunen iat. 

Auclx dem als Anlage LLR 2 vorgelegten Investitionsvertrag 
vom 5.7.2005 lasat sich eine derartige Manifestation ei- 
nes InsichgeBcbafts nicht entnehmen; Denn zum eiuen be- 
zieht sich die darin enthalte Garantieerklarung allein 
auf die Vollfltandigkeit uiid Korrektheit der beiliegenden 
Aufstellung von Patentanmeldungen - die auch nicht die 
hier atreltgegenatandlichen Patente betreffen - und nicht 
■ auf eine materielle Zuordnung der zugrunde liegenden Ar- 
beitnehmererfindungen. Zum andere richtet sich diese Ga- 
rantieerklarung weder an die FAST-Qesellschaften, noch an 
die Klagerin oder die vorherigen angeblichen Inhaber der 
streitpatente, sondern an zukunftige weitere Investoren 
der FAST-Gesellschaf ten . 

Auch ware ein derartigea Insichgeschaf t des Beklagten 
nach § 181 BGB schwebend unwirksam, da er von dieser Be- 
schrai3kung nicht befreit war (vgl. oben) . Hierauf kann 
aich auch derjenige berufen, der das Insichgeschaf t ohne 
Genehmigung vorgenommen hat, da ein etwaiger Rechtsmiss- 
brauch, der in dem Berufen auf die Unwirksamkeit liegen 
konnte, nicht eine Genehmigung des Geschafts, die von dem 
WillensentschluBS eines anderen abhangt, ersetzen kann. 
Auch Bteht es dem Inaolventverwalter, der Streithelfer 
der Klagerin ist, frei, eine derartige Genehmigung jeder- 
zeit nachzuholen. 

Eine derartige Genehmigung des schwebend mawirksamen Ge- 
schafts ist bialang nicht featzustellen, Eine ausdruckli- 
Che Genehmigung des Inaolvenzverwalters wurde nicht vor- 
getragen. Eine konkludente Genehmigung kann in der Verau- 
Serung der Patente durch den Insolvenzverwalter nicht ge- 
aehen werden, da der Insolvenzverwalter damals weder um 
die Genehmigungspflichtigkeit wuastp, noch auch nur mit 
ihr rechnete (vgl. • Palandt/Heinrichs aaO § 182 Rn 3 
m*ai) . 
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c. 

Zwlsdienfeststellungswiderklage 

AuB den oben genannten Griinden war Antrag 1 der gem. § 
256 Abs. 2 ZPO zulassigen ZwischenfeststellungBwiderlclage 
abzuweiaen und dem Antrag 2 stattzugeben. 

Soweit durch die Teilklagerucknahme keine Entscheidungs- 
erheblichkeit raelir bestand, war der Antrag in eine regu- 
lare Feststellimgevn-derklage urazudeuten (Zdller/Qreger , 
ZPO, 24. Aufl., § 256 Hn. 29). Da,s Peststellungsinteresse 
war jeweils gegeben, da ' die KlSgerin das Vorliegen voix 
freien Erfindungen bestritten bzw. eine wirksame Inan- 
spruchnahme bzw. eine wirksame Ctoertragungen nach Prei- 
werden behauptet hatte. Hilfsantrag l unterscheidet sich 
vom Antrag 2 der Klage auch insoweit, als letzterer auf 
die Rechtslage zum August 2003 abstellt, wahrend die Wi- 
derklage mit dem 1. Hilfsantrag auf die Frage der inan- 
spruchnahme bzw.. i&ertragung abstellt. 

Die innerprpzessuale Bedingung fiir die weiteren Hilfean- 
trSge ist nicht eingetreten. 



Nebenentsoheidungen 

Der AuBspruch zur vorldufigen Vollstreckbarkeit folgt aus 
§ 709 ZPO. 

Die StreitwertfeBtBetzung ergibt sich aua §§ 3 und 5 ZPO, 
§g 45 Abs. 1, .48 Abs. 1 GKG. 

Aufgrund der unbestritten geblieben Ausfuhrungen des Be- 
fclaigten im Schriftsatz vom 9.2.2006 (S. 14 ~ Bl. 345) so- 
wie unter Berucksichtigimg eines Abschlags fiir den Fest- 
stellungsantrag bemiast die Karamer den Wert der Zwischen- 
feststellungswiderklage auf 700.000,- EUR. Da die Klage, 
die die Klagerin mit EOH. 20.000,- bewertet hat, xmd die 
Zwischenfeststellungswiderklagen denselben Gegenstand 
betreffen, ist gem. § 48 Abs. 1 Satz 3 GKG nur der Wert 
des hoheren Anspruchs mafigeblich. Der Wert des geltend 
gemachten Zurilckbehaltungsrechts ubersteigt diesen Betrag 
nicht . 
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Die Zwischenf eststellungswiderklage wurde erst mit 
Schriftsatz vom 19.9.2005 {Bl. 2191 unbedingt erhoben. 

Die Kostenentscheidung folgt aus g§ 269 Abe. 3 S. 2, 91 
Abs, 1 ZPO. 

Die Klagerin \mterliegt mit ihrer Klage voll . Hinsicht- 
lich der Zwischenf eststellungBwiderlclage imterliegt der 
Beklagte mit seinem Hauptantrag, obeiegt jedoch mit dein 
1. Hilfsantrag. Dieser vreist jedoch keinen geringeren 
Wert als der* Hauptantrag auf , so dasB die Koeten insge- 
samt der KloLgerln aufzuerlegen waren. 

Da der Nebenintervenient mit seinen AntrS.geii imterliegt, 
hat er die ihm entsteoiden Auslagen selbst zu tragen (§ 
101 AbB .12. Halbsatz ZPO) . 



Retzer 

Vors. Richter am LG 



Dr . Brodherr 
Richter in am LG 



gann 
Richt^± am LG 
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